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I. STATEMENT OF PRECISE RELIEF REQUESTED

In accordance with 37 C.F.R. §42.207(a), Patent Owner, Ameranth, Inc.,

(“PO”) submits this Response to Petitioner’s Covered Business Method (“CBM”)

review (“Petition” or “Pet.”) against U.S. Patent No. 6,384,850 ("the '850

patent"). For the reasons below, the Petition for review of claims 12-16 should be

denied because the claims are not invalid under 35 U.S.C. §103.1

II. INTRODUCTION

Petitioner’s two 35 U.S.C. §103 challenges are both based on Brandt, which

teaches away from the core inventive features of these claims and Brandt is not even a

“hospitality” application. Further still, for Petitioner to have even alleged that the ‘850

claims would have been “obvious” to a POSA at the time of the invention when

Petitioner’s own expert admitted this same POSA would have been “bewildered”2 by

the claimed synchronization of both “applications and data” at the core of these claims

was disingenuous. And Petitioner’s allegation that the recited “central database” and

storing “applications” was “not typical”3 further demonstrates the lack of credibility of

1Petitioner’s standing argument merely references CBM2014-00015, and is thus

insufficient. PO submits that Petitioner was required to provide, in the Petition, the

basis for standing. Further, if the Federal Circuit rules that the `850 patent in CBM

2014-00015 is not a CBM patent and that institution was improper, having relied on

that institution for this CBM dooms the current petition as well. Patent Owner

incorporates herein its Preliminary Response arguments regarding standing and

preserves its right to appeal the Board’s determination thereof.
2 “Synchronizing applications between a database, a handheld device, a web server,

and a web page is bewildering.” Helal Decl. ¶91 (Exh. 1003) (emphasis added).
3 Petitioner’s Declarant testified that “it is not typical to store applications

themselves in a database.” Ex. 1003 ¶ 94 (emphasis added).
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the Petition assertions.4 These admissions alone confirm that there would have been no

motivation for a POSA to combine the asserted references to seek to replicate

functionality which was “bewildering” (i.e., confusing and/or ‘puzzling)5 and

“atypical” and thus clearly the opposite of “obvious.”

Further, in addition to the technical and legal infirmities of Brandt vis-à-vis the

actually claimed subject matter, a large quantity of objective evidence confirms

nonobviousness. The introduction of Ameranth’s breakthrough inventions into the

hospitality market–embodied in its multiple award-winning 21st Century Restaurant™

System (“21CR”) (technology copied by Petitioner Starbucks6)–achieved almost

immediate success and received widespread and multi-dimensional acclaim which has

continued for the last 17 years. Today, more than 50,000 restaurant locations are

licensed for the `850 family of patents, including renowned chains such as Taco Bell,

Dunkin Donuts, Burger King, Jersey Mike’s Subs, BJ’s Pizza, Ruby Tuesday’s and

4 At institution, the Board overlooked these admissions of non-obviousness, just as it

did the teaching away of Brandt, and just as it overlooked that neither Demers nor

Alonso taught or suggested mobile web browsers (which would have been required for

any possible combination with Brandt).
5 See http://www.collinsdictionary.com/dictionary/english/bewildering (“causing utter

confusion; puzzling”).
6 The words of the Supreme Court a century ago in Diamond Rubber Co. v.

Consolidated Rubber Tire Co., 220 U.S. 428, 441 (1911), are still on point:

The prior art was open to the rubber company. That “art was crowded,” it says, “with

numerous prototypes and predecessors” of the Grant tire, and they, it is insisted,

possessed all of the qualities which the dreams of experts attributed to the Grant tire.

And yet the Rubber Company uses the Grant tire. It gives the tribute of its praise to the

prior art; it gives the Grant tire the tribute of its imitation, as others have done.
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Steak N Shake. Many more restaurant chains and customers as well as reservations and

ticketing companies, either directly or via one of Ameranth’s licensees, have licensed

Ameranth’s patents, along with dozens of other chains and licensees (44 direct licenses

to date, the vast majority of which occurred without litigation). These are not the

actions taken by industry giants in regard to “obvious” patents, especially over a 17

year timeframe. This broad and extensive licensing of the `850 inventions/patents

along with an extraordinary amount of other objective evidence against obviousness–

consisting of six separate categories of secondary factors, all with a confirmed nexus to

the novel features of the claims/invention as detailed below, strongly rebuts

Petitioner’s flawed, incomplete and error-filled assertions of obviousness.

III. CLAIM CONSTRUCTION

A BRI construction cannot read elements out of the claims and cannot be

inconsistent with the intrinsic evidence. Microsoft Corp.v. Proxyconn, Inc., 789 F.3d

1292, 1298 (Fed. Cir. 2015).

A. Claim Construction Proposals

Patent Owner presents the following proposals, all of which are supported by the

intrinsic evidence. The Declaration of Dr. Alfred Weaver (Exh. 2041) in support of

Ameranth’s positions on nonobviousness is critical in the claim construction analysis

because it provides the perspective of a POSA in viewing the claims in light of his own

knowledge and the specification disclosure. Per Dr. Weaver, a POSA would have had

a Bachelor’s degree in either electrical engineering or computer science and at least

three years of experience in the hospitality market in the fields of developing software

for wireless networks and devices, developing Internet-based systems or applications,
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and knowledge or an equivalent experience in software development in the hospitality

market of at least three years. (Weaver Decl., Exh. 2041 ¶21).

1. “wireless handheld computing device”

Patent Owner proposes “a wireless computing device that is sized to be held in

one’s hand.” See Everingham Order (Exh. 2033 at 24)); Exh. 2041 ¶27.

2. “central database”

Patent Owner proposes “a database file structure connected to the system in

association with a central server, comprised of records, each containing fields, together

with a set of operations for searching, sorting, recombining and other functions.”

Microsoft Comp. Dict. (4th ed.1999) (Exh. 2015, p. 123); Exh. 1001 at 2:24, 11-34-35

(“backoffice server (central database)”); id. at 2:8-10, 11:13-15 (“synchronization

between a central database and multiple handheld devices”). (Exh. 2041 ¶28).

3. “web page”

The PTAB construed consistent with its prior rulings to mean “a document,

with associated files for graphics, scripts, and other resources, accessible over the

internet and viewable in a web browser.” Inst. Dec. 11; see also CBM2014-00015

(Exh. 1017 thereto at 8)); Exh. 2041 ¶29.

4. “web server”

The Microsoft Computer Dictionary states in regard to “Web Server:” “See

HTTP Server.” (Exh. 2042 (Page 479)). The Dictionary then states in regard to

“HTTP Server:” “Server software that uses HTTP to serve up HTML documents and

any associated files and scripts when requested by a client such as a web browser.”

(Exh. 2042 (Page 224)). Patent Owner proposes that this definition be adopted. Web

Server is a recited element, its critical functionality in the claims has not been
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appreciated by the Petitioner or the Board, and the cited references suffer critical

infirmities in meeting this limitation as properly construed and relative to the CCM and

the third wherein clause of claim 12, as discussed below. . (Exh. 2041 ¶30).

5. “communications control module”

This is a software layer, as Judge Payne concluded in prior district court

litigation stating that “the specification itself provides the best construction for the

term at issue.” (Exh. 2043 at 13). Based on the District Court constructions and

intrinsic evidence, Patent Owner proposes the following construction for the CCM:

a layer that sits on top of any communication protocol and acts as an

interface between hospitality applications and the communication

protocol.

See Exh. 1001 4:9-13. Further, it is clear that it is the software-based CCM that

provides the claimed “automatic” communications “routing” functionality as shown by

the specification, e.g., “[a]communication control program monitors and routes all

communications to the appropriate devices” which “must be running for proper

communications to exist between all devices on the network.” (Exh. 1001 9: 21-22,

38-39 (emphasis added)). As a functionally independent layer, it is also the CCM that

deals concurrently with both HTTP and non-HTTP communications messaging

protocols of the system as claimed, and which also supports the integration of the

separately recited API (which then also deals with software application-to-application

direct integration and with third party systems/devices such as point-of-sale (POS)

systems, as discussed further below). (Exh. 2041 ¶31).

6. “synchronized”

In another proceeding on the same patent, the Board correctly construed this
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term to mean “made, or configured to make, consistent.” CBM2015-00080, Inst. Dec.

9. (Exh. 2041 ¶32).

7. “hospitality applications”

The Board correctly construed this term to mean “applications used to perform

services or tasks in the hospitality industry.” However, this was incomplete because it

failed to establish the actual boundaries of the “hospitality industry.” The specification

states “hospitality applications, e.g., reservations, frequent customer ticketing, wait

lists, etc.” Exh. 1001 4:6–7; Inst. Dec. 12. Further, in distinguishing prior art in the `325

application, Patent Owner stated:

As known in the art, a hospitality software application is, for example, a

piece of software used to provide operational solutions in hospitality

industries such as restaurants and hotels, concerning, for example, food

ordering, menus, wait-lists, and reservations

Exh. 2039 at 7 (emphasis added); Exh. 2041 ¶33.

Nonetheless, the Board relied on7 Petitioner’s misleadingly parsed excerpts from

the Dittmer book to conclude that “hospitality” referred to the broader “travel and

transportation” industry (of which “hospitality” is only a subset). The Board stated:

“[o]ur construction of hospitality includes businesses, such as car rental agencies, that

provide services to travelers.” Inst. Dec. 12. The Board mistakenly viewed Patent

Owner’s proposed construction as a “narrowing” of Petitioner’s proposal for the

broader and unclaimed “travel and transportation” industry and in so doing relied on a

reference outside the correct construction. Further, the correct definition of the

7 “On this record, we are persuaded that the ordinary and customary meaning of

hospitality is broad enough to encompass car rental activities.” Inst. Dec. 12 (emphasis

added).
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skills/knowledge of a POSA includes actual experience in the hospitality market, and

such an experienced POSA would have fully understood the difference between the

actual “hospitality” market and the broader “travel and tourism” market (Weaver Dec.

¶¶34-36 (Exh. 2041)). Ameranth’s patents indisputably excluded any mention of the

terms “travel” and “tourism.” Thus a POSA would have clearly understood the scope

of the claims to exclude “car rentals,” a subset of the broader “travel and tourism”

market and not within the “hospitality” subset. Still further, as confirmed by John

Harker (an independent expert), “hundreds” of hospitality customers visited and “tens

of thousands” walked by Ameranth’s booth at the launch of Ameranth’s 21CR product

in May 1999. (Harker Testimony at 175, 14-15 (Exh. 2045)). Thus a POSA at the time

of the invention in September 1999 would have known that Ameranth’s inventions,

embodied in the 21CR product (inclusive of The Improv Comedy Club’s event food

ordering and event ticketing system embodying the challenged claims, as detailed

below), as demonstrated publicly in May 1999 were directed to automating “the

traditional restaurant processes.”8 Thus, the Board’s own decision, in viewing

hospitality as including the “traditional” restaurant processes (as confirmed by

Dittmer)9 was correct in part. However, the Board viewed the definition too broadly due

to the fact that it did not have access to the complete Dittmer reference at the time. The

full Dittmer reference, and in particular its Glossary, now fully before the Board as

Exhibit 2040, compels a “hospitality” construction which excludes both “car rentals”

8 See May 1999 21CR Product Launch Press Release, page 1 (Exh. 2044).
9 “Here, the authors of the text discuss a ‘traditional view’ of hospitality that ‘refers to

the act of providing food, beverages, or lodging to travelers.’” (Inst. Dec. at 11)

(emphasis added); see also Dittmer Glossary of Terms (Exh. 2040).
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and the broader and unclaimed “travel/tourism” industry. (Exh. 2041 ¶34).

a. The Full Dittmer Book Disproves Petitioner’s Assertions
and The Board’s Conclusions

Critically, the Board now has before it the complete evidentiary record

which refutes Petitioner’s argument regarding “hospitality” based on the

Dittmer Book (full copy submitted as Exhibit 2040). Viewed in its entirety, as

set forth in Patent Owner’s Request for Rehearing (Paper No. 11), Dittmer

clearly demonstrates that "hospitality applications" do not include “car rentals” or

other travel/transportation functions.

The complete Dittmer book, first obtained by Patent Owner10 on September 19,

2015 subsequent to the Institution Decision, clearly contradicts Petitioner’s purported

Dittmer-based definitions of the critical terms as adopted by the Board, and confirms

that the portions of Dittmer omitted by Petitioner are material to the obviousness

inquiry. If Petitioner had simply produced the full Dittmer book as an exhibit,

including the Glossary, which actually defines all the disputed terms, it would have

been clear to the Board that institution of trial was not warranted, because Dittmer

defined each disputed term to be consistent with Patent Owner's definitions of

“hospitality” and in direct contradiction to Petitioner's asserted definitions.

Confirming that the hospitality market definition was defined by the Dittmer

authors to be "food/beverages and lodging" for guests and that hospitality is merely a

subset of the larger superset "Travel and Tourism" (a different and unclaimed term),

Dittmer stated:

In this chapter and the two that follow, we will turn our attention from the

10 See Exhibit 2040, which is the complete version of Petitioner Exhibit 1035.
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specifics of food, beverage and lodging operations to the larger industry,

of which hospitality operations are a part; travel and tourism.

Exh. 2040, Dittmer at p. 396 (emphasis added). ). (Exh. 2041 ¶35).

Thus the "hospitality industry" is not only different from the "travel and

tourism" industry, it is only a "part," i.e., a subset of the larger "travel and tourism"

industry superset. This is directly contrary to Petitioner’s argument that "[t]he car

rental applications described in Brandt are hospitality applications. Car rental

companies fall within the "Travel and Tourism" sector of the hospitality industry.

Ex. 1035 at 11-14 and 403-404." (Pet. at 48-49 (emphasis added)). Petitioner’s

characterization was backwards– in fact Dittmer confirms that “hospitality” is a sector

of the broader “Travel and Tourism” industry. (Exh. 2041 ¶36).

The single-line "car rental" reference on page 404 of Dittmer, on which

Petitioner erroneously relied to support its incorrect argument that car rentals are a part

of the hospitality industry–and which was also mistakenly relied on by the Board

(Inst. Dec. at 12)–was actually a listing of businesses of the broader "travel industry.”

(As confirmed by Dittmer itself, as discussed above, "car rentals" are part of the

superset of "travel and tourism," not part of the "hospitality" subset.).

The Board's construction of "hospitality" was thus erroneously overbroad, and

eviscerates the meaning as defined by the intrinsic evidence. The word "hospitality" is

key to the inventions and claims, but the words "travel" or "traveler" or "tourist"

appear nowhere in the entirety of the specifications, claims, or prosecution history.

The inventors chose the term "hospitality" and not "travel/tourism" (terms that are

materially different as known to a POSA, as detailed above), because they invented

"hospitality applications" innovations (not transportation innovations), and Ameranth
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has never asserted otherwise.

The broadening of the "hospitality" claim term into "travel/tourism" was error

because it was in contravention of the specification and the plain language of the

claims and thus "will not pass muster" under Proxyconn. It is well established that

limitations are not to be read from the specification into the claims. In re Van Geuns,

988 F.2d 1181, 1184 (Fed. Cir. 1993). Far worse is to read unclaimed limitations from

an extrinsic reference into the claims, which is what importing “travel and tourism”

into these claims would do. In any event, the extrinsic reference selected and relied on

by Petitioner itself unequivocally refutes Petitioner’s argument.

b. A full reading of Dittmer, including the Glossary, compels the
conclusion that Patent Owner's construction of "hospitality"
(i.e., excluding "car rentals") is correct

The Dittmer Glossary (pp. 530-560 of Exhibit 2040, the complete Dittmer

reference), i.e., the Dittmer authors' "dictionary of terms," includes the actual

definitions below, which confirm that the Board misapprehended the selectively-

produced portions of Petitioner’s Dittmer exhibit:

Hospitality: "Hospitality is a term derived from the Latin word

"hospitare", meaning “to receive as a guest.” “To receive as a guest” is a

phrase that implies a host prepared to meet a guest's basic requirements

while that guest is away from home – food, beverages and lodging.

(Dittmer, p. 543; Exh. 2040; emphasis added)

Hospitality Industry: “The hospitality industry consists of businesses

that provide food, beverages, or lodging to travelers. (Id., p. 543;

emphasis added)

Travel and Tourism: The terms travel and tourism are commonly linked

together to create this special term used to refer to those businesses

providing primary service to travelers. These include the traditional

hospitality businesses and a number of others closely linked to them in
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such fields as entertainment, recreation, and transportation, plus travel

agencies and tour operators.” (Id., p. 561; emphasis added)

As confirmed by these Dittmer definitions, a "car rental" is not a "hospitality

application," nor a hospitality "reservation," as those terms are understood in the

hospitality market. Rather than supporting the argument that Brandt teaches

"hospitality applications," Dittmer in fact disproves that argument, and Dittmer itself

shows that it is erroneous to read Brandt, a car-rental reference, to meet the "hospitality

applications" limitation or apply Brandt to the critical "central database" limitation of

the '850 claims. (Exh. 2041 ¶37).

The Board correctly recognized examples of hospitality applications as, “e.g.,

reservations, frequent customer ticketing, waitlists, etc." (Inst. Dec. at 12). The

Board’s established construction for "hospitality applications” is “applications used to

perform services or tasks in the hospitality industry” (Inst. Dec. at 13; emphasis

added.) Thus, indisputably, Dittmer confirms that “auto rentals” are not in the

“hospitality industry,”–they are in fact outside of it–in the unclaimed/broader “travel

and tourism industry.” (Exh. 2041 ¶38).

8. “application program interface”

The recited API is not a generic API divorced from the definition of its function

within ‘850 claim 12. (Exh. 2041 ¶39). See also the proposed construction of

“integration” below.

9. “outside applications”

In another case on a related patent, the Board construed “outside applications” to

mean “third party applications, such as point of sale companies, affinity program

companies, and internet content providers.” CBM2015-00080, Inst. Dec. 10; Exh.
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2041 ¶40.

10. “integration”

In another case on a related patent, the Board construed “integration” to mean

“combining of different activities, programs, or hardware components into a functional

unit.” CBM2015-00080, Inst. Dec. 11. Patent Owner proposes adoption of this

construction. (Exh. 2041 ¶41). This term and construction also must be considered in

relation to the ”CCM” and “outside applications” terms as well.

11. “single point of entry for all hospitality applications”

The proper construction for this limitation is one that leverages Judge Payne’s

focused construction of “single point of entry” itself, but the complete element needs

to be considered as a whole to be consistent with the entirety of claim 13 (as well as

the specification description directly related to this element). Judge Payne construed

“a single point of entry” as “a center of communication.” (Exh. 2043 at 18). Patent

Owner submits that this is the proper BRI construction but that the full term in which it

appears, as the core aspect of claim 13, should be construed as “a center of

communication for all hospitality applications.” (Exh. 2041 ¶42).

12. “automatic”

As detailed in Dr. Weavers Declaration, automatic functionality is a key

inventive concept of the patents and, as explained above relative to the CCM and the

specification at col. 9, it is the CCM which must be running that provides the recited

“automatic,” i.e., routing functionality. Further, the specification clearly states that

“[n]o user action is needed during operation of the software once the application is

launched.” (Exh. 1001 9: 27-29 (emphasis added)). “Automatic” is “without user
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action” and thus means “done or produced as if by machine.” (Weaver Decl. ¶43

(Exh. 2041)). “No user action” is in the specification and is consistent with the

ordinary and customary definition of “automatic” established by the BPAI/PTAB. See

BPAI Appeal No. 2010-000055 at 5 (Exh. 2012) (relying on Merriam Webster

Collegiate Dictionary (http://www.merriam-webster.com/dictionary/automatic).

13. “Wherein the communications control module is an interface
between the hospitality applications and any other
communications protocol”

In addition to correctly construing CCM standing alone as discussed above, this

wherein clause must be separately considered and construed as part of this broader

claim element itself as well as in the context of “integration” and “outside

applications,” and the claim as a whole. (Exh. 2041 ¶44).

The Board’s initial determination in related CBM2015-00099 that neither the

claims nor the specification “require more than [] web based communications

protocols” (CBM2015-00099, Inst. Dec. 35) and that “the only specific protocol

discussed in the specification is HTTP” (Id. at 32) was erroneous and ignores that the

system as claimed “integrates” with, e.g., POS system devices and accommodates and

adapts to new protocols without the necessity to change the underlying/core hospitality

applications, a concept not taught by any of the asserted references as discussed below.

For example, the claims and specification refer to “integration” with “outside

applications.” i.e., third party systems such as POS system devices (which clearly

operate with different protocols). (Exh. 2041 ¶45). The specification states:

A simple point to point wireless capability is contemplated which permits

simple digital messages to be sent from the wireless handheld devices ...

to a receiver in a beeper and/or valet parking base-station. …A simple
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protocol is used to acknowledge receipt of the message and thus

simultaneous communication is not necessary, which reduces the cost of

the wireless link

Exh. 1001 11:49-57 (emphasis added). It is readily apparent that this passage refers to

an exemplary non-HTTP “wireless” protocol for, e.g., interfacing with pagers, just as a

communication with a third party POS system might involve a different protocol. The

claimed CCM as described by the specification accommodates and routes messages to

such systems/devices when appropriate, which a system relying only on web/browser-

based protocols could not do. (Exh. 2041 ¶45). This is consistent with the

specification requirement that the CCM must be capable of concurrent

communications via both HTTP and non-HTTP protocols while monitoring and

routing messages operating under different protocols to the appropriate

devices/components as recited in the claims.11 (Exh. 2041 ¶46).

The Board declined to construe CCM or this wherein clause and failed to

appreciate the claimed functionality as required by the specification disclosure and the

explicit claim structure, as exemplified by the Board’s incorrect conclusion (Inst. Dec.

32-33; see also CBM2015-00099) that only “HTTP” protocols are disclosed by the

specification. Thus Patent Owner now proposes a construction for the third wherein

clause, and as part of consideration of the claim as a whole, which is compelled by the

claim language and the specification.

Patent Owner proposes that the recited wherein clause be construed as “a server

11 Similarly, dependent claim 15 of the related `325 patent (Exh. 1002) recites a

“wireless paging device,” which operates under a non-HTTP protocol, further

reinforcing that the CCM must have functionality to interface to multiple protocols.
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side software layer that provides an interface between the hospitality applications and

communication protocols and which monitors and routes communications between

different devices while concurrently using different protocols.” (Exh. 2041 ¶47). This

construction is compelled by the specification, which clearly discloses at least two

different protocols:

The communication module also provides a single point of entry for all

hospitality applications, e.g., reservations, frequent customer ticketing,

wait lists, etc. to communicate with one another wirelessly and over the

Web. This communication module is a layer that sits on top of any

communication protocol and acts as an interface between hospitality

applications and the communication protocol

Exh. 1001 4:5-11.

A communications control program monitors and routes all

communications to the appropriate devices. It continuously monitors the

wireless network access point and all other devices connected to the

network such as pagers, remote devices, internet Web links and POS

software. Any message received is decoded by the software, and then

routed to the appropriate device.

Exh. 1001 9:21-27 (emphasis added). The CCM as part of the claimed system as a

whole thus clearly provides an interface for and between the hospitality applications on

different devices/clients while concurrently using different protocols including non-

HTTP protocols. (Exh. 2041 ¶47).

IV. THERE HAS BEEN NO SHOWING THAT ANY
OF CLAIMS 12-16 ARE OBVIOUS

A. Overview

Petitioner relies entirely on Brandt as a base reference for its two

purported combinations. But Brandt is not itself even a hospitality reference
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and, as discussed in the Introduction above, Petitioner’s admissions that core

aspects of these claims would have been viewed as “bewildering” and “non

typical” to a POSA compellingly prove that there would have been no

motivation for the asserted combinations, which clearly could not have

described something which would have been viewed in such manner by a

POSA, either alone or in combination. Moreover, the very concept of Brandt

teaches away from the actually claimed invention (which argument by Patent

Owner was simply ignored by the Board) including Brandt’s criticism12 of the

very modifications to the Brandt disclosure that Petitioner argues would have

been obvious to make.

Petitioner entirely missed both the overall “synchronization” of the claims

as a whole, i.e., they include “applications and data” being synchronized, and

the full “integration” of “third party applications” with “hospitality

applications,” which are separately recited in the claims. Exemplary of

Petitioner’s mistakes, Petitioner’s expert Helal mischaracterized the

“synchronization” element as:

Synchronizing applications–as opposed to just application data–is

ambiguous. Synchronizing applications between a database, a handheld

device, a web server, and a web page is bewildering.

… a POSITA would not understand how hospitality applications and data

would be synchronized with a web server and web page in the context of

the claimed system.

12 A reference may be said to teach away from the invention if it criticizes, discredits,

or otherwise discourages modifying a reference to arrive at the claimed invention. In re

Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 2004).
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Exh. 1003 ¶101, 102 (emphasis added). However, that statement demonstrates that

Petitioner ignored the recited “applications” in the §103 analysis due to failure to

understand how applications could be synchronized, which is indicative of

nonobviousness in and of itself. These and other errors in the Petition and the Board’s

conclusions based thereon, and the infirmities of the asserted references vis-à-vis the

actual claimed subject matter, compel a conclusion of non-obviousness of all

challenged claims on multiple independent bases. (See Exh. 2041 ¶¶56-58).

Only via litigation-induced hindsight, and impermissibly using the ‘850

specification and claims as a guide, could Petitioner have pieced together

disparate and incompatible elements of prior art, and even then still falling

short of the challenged claims of the ‘850 patent as properly construed and

considered as a whole.

The Petition’s §103 challenges 9 and 10 both depend on the Brandt “web based”

disclosure from IBM as their primary reference. 13 However, challenge 10 merely adds

the Demers and Alonso material to the material of Brandt from challenge 9 (which

entirely relied on both Brandt and NetHopper). But Petitioner did not include

NetHopper in challenge 10, nor did it replace the mobile “web browser” of NetHopper

which it relied on in the Brandt/NetHopper combination of challenge 9.14 Thus,

13 Reliance on this IBM material fails because it does not disclose the claimed

invention, and which is supported by the fact that IBM was an Ameranth 21st Century

Restaurant™ May 1999 launch partner and thus clearly believed Ameranth’s

technology to be non-obvious, as discussed elsewhere herein.
14 Again and again (Pet. at 64-68) Petitioner pointed to the same disclosures from

challenge 9, i.e., “Brant in View of NetHopper,” but cited only to Brandt in its

challenge 10 arguments (e.g., “Brandt discloses”) while referencing the prior cites of
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because Brandt could only operate with client devices equipped with a “web browser,”

and challenge 10 includes no teaching of such, challenge 10 fails.15 Further, this was

not an issue of changing “principles of operation” as the Board mistakenly viewed it

(Inst. Dec. at 38), or what the Board sua sponte considered to have been “possible” to

add via hindsight;16 rather, it is indisputable that Petitioner identified no disclosure of a

“web browser” in or with Demers/Alonso as regards claim 12 element “b” in the

second §103 challenge. A web browser could not have been the “natural result” of

combining Demers/Alonso with Brandt as evidenced by the fact that Petitioner did not

even make such an argument. (Exh. 2041 ¶59).

In fact, Petitioner appears to shy away from specificity precisely because of the

shortcomings of its arguments. Not only do each of Brandt/NetHopper, Demers and

Alonso and their different technical approaches teach away from the actual claimed

synchronization, but they each teach away from each other and are thus not

combinable nor would a POSA have seen them to be. Indisputably, Brandt is the base

reference for both challenges, but Petitioner either did not recognize or chose to ignore

that Brandt’s approach of relying on a “common user interface”17 teaches away from

Brandt/NetHopper combined.
15 Which also points to the Petition’s failure to identify the differences between the

cited references and the actual claimed subject matter–a fatal malady throughout.
16 “[T]he limitation at issue necessarily must be present, or the natural result of the

combination of elements explicitly disclosed by the prior art.” PAR Pharma., Inc. v.

TWI Pharm., Inc., 773 F.3d 1186, 1196 (Fed. Cir. 2014).
17 Brandt 0088 (“The present invention provides a common graphical user

interface for each web client” (emphasis added) (all of Brandt’s claims 1-27 rely

on the “common user interface”).
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the core synchronization purpose of the ‘850 invention and claims, which clearly focus

on solving the problem of maintaining consistency (compare, e.g., Brandt’s criticism

of the need for “porting” or “translating” (Brandt ¶0007, see below)) across an entire

system including “wireless handhelds” and all types of “non PC standard” type

displays (compare, e.g., Brandt’s generic disclosure of “various different hardware

and software systems” (Brandt ¶0007, see below)) in an entirely different and more

novel and universal way than IBM’s Brandt–which explains why IBM partnered with

Ameranth in May 1999. Further, in addition to Brandt’s entirely different “web based

only” approach, and confirming his teaching away from the claimed invention, Brandt

clearly disparages and criticizes an approach like the ‘850 patent, as exemplified by

Brandt’s use of terms such as “concomitant problems,” which are described as

“tedious,” “time consuming” and “non productive.” In fact, the ‘850 patent invention

solved the very issues that Brandt identified and did not think were solvable–clearly

Brandt did not even appreciate the actual underlying problems solved by the ‘850

patent and recited in claims 12-16. See Exh. 1001 at 3:49-57 and discussion above.

Exemplary criticizing statements from Brandt evidencing teaching away include:

[0005] … [T]he rapid growth and expansion of computer users

accessing the WWW has brought along with it concomitant problems.

[0006] … The process of generating a custom GUI for a software

application is time consuming and expensive, and typically results in

a proprietary user interface that cannot be used for communicating

with other software applications.

[0010] … The process of re-learning a new interface for each new

application tends to be tedious, time-consuming and nonproductive .

Exh. 1005 (emphasis added). Thus both §103 challenges innately fail because they
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rely on the Brandt reference which teaches away from the ‘850 approach. (Exh.

2041 ¶61).

Moreover, Brandt would also require a change of its principles of operation

(“common user interface”)–the ‘850 patent/claims are focused on just the

opposite, i.e., creating a custom (“uncommon” but “consistent”) user interface for

each of the individual wireless handhelds and/or for the other elements in the

synchronized system.18 Further, to access its “common user interface,” Brandt

indisputably relies on “web browsers” for all client computers,19 including those

that would supposedly be matched against the claimed “wireless handhelds,”

which would inappropriately require a “web browser” for all client computers,

which would impermissibly import this “embodiment” into the claims and exclude

other embodiments, including the preferred embodiment which does not rely on a

web-browser enabled wireless handheld device. In contrast, the claimed invention

(claim 12 element b) requires local storage of hospitality application software on the

handheld device itself. Further, again, neither Alonso nor Demers disclose “web

browsers” within their own solutions, thus they simply are not even combinable

with “browser based” Brandt, nor was this conflict even identified, explained or

18 See IPR2015-00576, Paper 7 at 11 (June 12, 2015), relying on In re Ratti, 270 F.2d

810, 813 (CCPA 1959) (holding that a proposed combination of references was not

proper because it would change the “basic principles” of operation).
19 Exh. 1005 at ¶0014 (“Client workstation 210 may be any computer that is

capable of providing access to the WWW by using web browser 212. This would

include handheld, portable or laptop computers, standard desktop computer

systems, Personal Digital Assistants (PDAs), nonprogrammable terminals

connected to a mainframe, etc.”) (emphasis added).
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resolved via any proposed modifications by Petitioner. (Exh. 2041 ¶62).

In response to Patent Owner’s “changed principles of operation”20 argument,

the Board concluded that the claims do not specifically recite a “user interface.”

(Inst. Dec. 30). This was error. As a POSA would know considering the claims as

a whole inclusive of “for use with wireless handheld computing devices,” user

interfaces are incorporated within the challenged claims due to the fact that no

system comprising the elements of claims 12-16 of the ‘850 patent could be “used”

without a user interface. Moreover, a user interface is clearly mandated by the

Board’s construction of “Web page” as requiring that it be “viewable in a web

browser.” There must be a user interface in the claimed system to provide that the

Web page is indeed “viewable.” In fact, the very definition of “Web browser” is

that it is a user interface. For example, the Microsoft Computer Dictionary defines

“Web browser” as “Software that lets a user view HTML documents and access

files and software related to those documents.” (Exh. 2042). Further, the ‘850

specification provides that:

The software running on the user's client computer that enables the

user to view HTML documents on the computer's video monitor and

enter selections using the computer's keyboard and mouse is known

as a browser.

Exh. 1001, ‘850 12:30-34 (emphasis added); Exh. 2041 ¶63.

Also, clearly, claims 14 and 15 of the ‘850 patent require a user interface. It

is not disputable that there must be a “user interface” in order for a “user” to have

20 Patent Owner also argued that Brandt teaches away from the claimed invention, but

inexplicably the Board failed to even consider that argument.
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“entered information” per the express recitations of claims 14 and 15. Exh. 2041

¶64.

Due to the fact that Brandt disparages any mobile device which does not use

a “Web browser”-based approach, a POSA would not have tried to combine such

non-browser-based devices with the Brandt disclosed system for any

reason. Brandt states:

The existence of these various different hardware and software

systems will typically require a completely new programming and

development effort to “port” or translate the custom GUI for a given

software application to each different hardware platform…

The process of re-learning a new interface for each new application

tends to be tedious, time-consuming and nonproductive .

Brandt ¶¶0007, 0010 (Exh. 1005) (emphasis added); Exh. 2041 ¶65.

Thus, clearly the Demers/Alonso devices would have had to have a different

new interface and/or “new programming/development” approach as opposed to a

pure web-based approach. Thus, Brandt further teaches away from the claimed

invention and Brandt’s principles of operation would have to be changed to

practice the claimed invention, which a POSA would have no basis for doing in

view of the explicit Brandt disclosure. (Weaver Decl. ¶66 (Exh. 2041)).

Further confirming that Brandt did not recognize nor appreciate the actual

underlying synchronization problems later recognized and solved by the ‘850

inventors, the terms “synchronized,” “synchronous” and ‘integration” do not

appear even once in Brandt’s massive specification.
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Further, while not being combinable with each other,21,22 but even if they were,

the asserted references still would not yield the actual claimed invention.

B. The Asserted References Do Not Render
The Claims Obvious

1. Neither §103 Challenge Provides Disclosure Or
Suggestion Of Hospitality Application
Functionality As Required By Claims 12-16

The Petition and the Helal declaration both misconstrued the “hospitality”

application term and thus failed to make any valid argument as to how the hospitality

application requirement of claim 12 would be satisfied by Brandt in combination with

NetHopper, or Demers/Alonso. Brandt is not a hospitality application. (Exh. 2041

¶67).

Moreover, the Petition argues that a “car rental” application (Brandt) was a

“hospitality” application, based on extrinsic evidence. However, the extrinsic

evidence relied on by Petitioner, Exh. 1035, actually defines “hospitality” consistently

with the ‘850 specification, as discussed above, and extrinsic evidence cannot vary the

meaning of a term provided by the specification in any event. (Exh. 1035 at 5-6) (“If

the word hospitality refers to the act of providing food, beverages, or lodging to

travelers, then the hospitality industry consists of businesses that do this. … we will

define the hospitality industry as businesses that provide food, beverages, or lodging to

travelers.”). There is nothing in this definition about a “car rental.” Further and

21 Pet. at 64 (“The combined teachings of Brandt, Demers and Alonso also disclose

all features of Claims 12-16 and render them invalid.”) (emphasis added).
22 Further, an exhortation that the combined teachings “disclose all features” does not

yield an obviousness conclusion, since KSR clearly held that the mere disclosure of the

various claim elements/terms in prior art does not mean the combination was obvious.
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indisputably, neither Demers nor Alonso are hospitality applications and Petitioner

does not explain how a combination with them teaches such. It does not. (Exh. 2041

¶68).

Because all of Petitioner’s and the Board’s §103 grounds rely on the Brandt "car

rental" reference as purportedly disclosing “hospitality applications” in relation to the

“central database” limitation (as well as others as discussed below) , all §103

challenges innately fail.

2. Neither Challenge Provides A Teaching Or
Suggestion Of “A Central Database Containing
Hospitality Applications And Data”

Illuminating the fact that Petitioner mischaracterized or did not understand the

actual synchronization which is core to the invention and its dependence on the

“central database” as the fulcrum to enable the claimed synchronization, Petitioner

attempted to align all three separate databases of its disparate references (Brandt,

Demers and Alonso) against the same claim element which requires a “central”

database.23 This was fundamentally erroneous because, for example, the

“disconnected” approach of Demers (disclosing “distributed” databases throughout the

system) was entirely counter to the “common user interface” of Brandt which relied

entirely on “web browsers,” and without distributed databases. (Exh. 2041 ¶69).

The material in Brandt cited by the Petition against this element is merely a

23 Pet. at 66 (“’a central database containing hospitality applications and data’

Brand[t] discloses this element. See supra § V(B)(1)(a)(ii). Demers discloses network

databases including a ‘primary’ database. Ex. 1009 at 2, 5. Alonso also discloses a

central database. Ex. 1012 at 32 and Fig. 2. These aspects of Demers and Alonso

provide a reason to combine with Brandt with respect to the claimed central database

containing hospitality applications and data.”) (emphasis added).
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standard server serving web pages. There is no mention of these elements of Brandt

satisfying the “central” aspect of this claim element, which when read in the context of

the claim as a whole (inter alia, when read in light of the first wherein clause requiring

synchronization of hospitality applications and data on the central database with other

devices/components of the system) disqualifies a simplistic reference to a “database”

as disclosing this element. (Exh. 2041 ¶70).

Alonso does not disclose a central database. The material cited by the Petition

(Pet. at 66) discloses nothing of the sort. The assertion regarding Demers is even more

misleading. The Bayou system clearly did not involve a central computer, and in fact

was antithetical to such a concept. (Exh. 2034 at 1) (“Bayou is a true distributed

system–meaning that there is no single centralized location at which data is stored”).

By virtue of the absence of any actual discussion or evidence in the Petition as regards

the alleged teaching of any aspect of this claim element by Demers or Alonso, there is

no basis for combining these references with Brandt to produce the claimed central

database containing hospitality applications and data and as discussed above all of

these references teach away from each other, depending on different database

structures for their different approaches, which was entirely ignored by Petitioner.

(Exh. 2041 ¶71).

3. The Asserted References Do Not Disclose “Wherein
Applications And Data [which] Are Synchronized Between
The Central Database, At Least One Wireless Handheld
Computing Device, At Least One Web Server And At
Least One Web Page”

For the reasons discussed above and below regarding the asserted combinations’

failure to disclose or suggest claim 12 elements “a” through “f,” it is impossible for
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any combination of the asserted references to teach or suggest the synchronization

functionality of this claim. (Exh. 2041 ¶72).

Also, with regard to the disclosure of Brandt, the Petition attempted to read out

the terms “synchronized” and “between” in ‘850 claim 12 first wherein clause. A

function of the claimed system is to “synchronize” hospitality applications and data

between the central database, wireless handheld computing device, web server and web

page. The Petition simply tried to rely on Brandt for its disclosure of web pages

transmitted to a browser. However, there is no inherent synchronization “between” a

central database and all of the other recited components simply by virtue of serving

web pages. (Exh. 2041 ¶75).

Moreover, the Petition’s attempt to reduce the claims to providing application

data on an “as-needed” basis is not the claimed synchronous system and is yet another

attempt to read element b out of claim 12.24 But element b requires that application

data, as well as applications themselves, actually be stored on the wireless handheld

device. It is not retrieved on an as-needed basis without being stored on the handheld

device, i.e., “synchronizing” requires “storing.” Petitioner appears to argue that

Brandt’s “approach of using a server-side central database to store application data”

(Pet. at 58) obviates the need to store any data on the wireless handheld device.

However, element b requires such storage. Petitioner cannot rely on a central database

to serve out “data” only on an “as-needed” basis to meet a limitation which explicitly

requires local storage on the handheld device. (Exh. 2041 ¶76).

24 Pet. at 57 (“Because application data is retrieved from the database on an as-

needed basis, consistency is maintained throughout the system and the current data is

available for display to all users on all client devices.”) (emphasis added).
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Demers also does not disclose a central database or synchronization as claimed

because true synchronization was not its objective. In fact, a POSA would have

known that the “asynchronous” Bayou system25 was antagonistic to synchronization

involving a central database and thus teaches away from same. A POSA would not

rely, at the time of the invention in 1999, on an older 1995 paper whose disclosure was

later updated and clarified in 1997 (Exh. 2034 at 1). A POSA, at the time of the

invention in 1999, would consider the later 1997 article (also available to a POSA in

1999) in context with the 1995 article, in which the authors admitted that their concept

had not “been fully implemented” as of that time and that the authors expected “the

architecture and implementation to evolve” (Exh. 1009 at 6, col. 2), and conclude that

Demers would thus not be a viable approach for combining with Brandt to meet the

‘850 claims’ subject matter. Weaver Decl. ¶78 (Exh. 2041)

Alonso is likewise antithetical to the claimed invention because it requires that a

user of a client device “lock” an activity so that no other user in the system can work

on the activity. (Exh. 1012 at 238). This is the opposite of the claimed invention in

view of the fact that synchronizing hospitality applications/data is the opposite of

disallowing other users on other devices in the system to operate on such activity.

25 Exh. 2034 at 1 (“Asynchronous collaboration is characterized by the degree of

independence collaborators have from one another. In particular, collaborators

working asynchronously typically have little need for frequent and fine-grained

coordination”) (later 1997 paper written by same Demers authors, updating their 1995

approach (which had “not been fully implemented” as of the earlier 1995 article) and

explaining that Bayou was directed to asynchronous collaborative applications, of

which a POSA would have been aware at the time of the Ameranth invention in 1999)

(See Weaver Decl. ¶ (Exh. 2041)).
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(Exh. 2041 ¶79).

Further, there is no explanation whatsoever as to how the “web based” Brandt

system/database would “synchronize” with Demers or Alonso, nor via a “web server.”

Further, there is no explanation whatsoever as to how the “web based” Brandt

system/database would “synchronize” with Demers or Alonso, nor via a “web server.”

(Exh. 2041 ¶80).

The correct reading of this wherein clause pursuant to the Board’s construction

of “synchronized” is: “Both applications and data are made or configured to make

consistent between the central database, a wireless handheld computing device, a web

server and a web page.” None of the asserted references discloses this element as a

whole. There is no teaching or suggestion in any of the references of making

applications consistent between a wireless handheld computing device and any

of the other components of this limitation. (Exh. 2041 ¶81).

In a prior case, the Board fully appreciated that both data and

applications are synchronized per these claims, and that the recited combination

of elements interact in a specific way to synchronize both applications and data:

The combination of these components interact in a specific way to

synchronize applications and data between the components and

outside application that is integral to the claimed invention and

meaningfully limit these claims.

CBM2014-00015, Inst. Dec. 24 (emphasis added); Exh. 2041 ¶82.

Strikingly, and notwithstanding the clear claim language and the Board’s

prior characterization of the claimed subject matter, Petitioner’s expert Helal

impermissibly read out “applications and” from the “synchronization” limitation of
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the claims because he believed it was “bewildering” to a POSA:

Synchronizing applications–as opposed to just application data–is

ambiguous. Synchronizing applications between a database, a handheld

device, a web server, and a web page is bewildering. … a POSITA would

not understand how hospitality applications and data would be

synchronized with a web server and web page in the context of the

claimed system.

Exh. 1003 ¶¶101, 102 (emphasis added). However, that statement demonstrates that

Petitioner ignored the recited “applications” in the §103 analysis due to failure to

understand how applications could be synchronized, which is indicative of

nonobviousness in and of itself.26 (Exh. 2041 ¶83).

Helal’s admission, as a professed POSA, that a POSA would have considered

synchronization of “applications” per the claims to be “bewildering” to a POSA was

thus a direct admission that the claimed functionality was non-obvious in 1998. .

(Exh. 2041 ¶84). There is no other conclusion available which would not constitute

reversible error

The Board, however, also sua sponte relied on “Java applets” to support its own

conclusion that Petitioner had actually proved disclosure of “synchronization” of both

“applications and data” (Inst. Dec. 26 (The Board stated re: Brandt: “Data such as

HTML code, graphics, audio, and Java applets may be transmitted to and displayed

on the client workstation 210.”)), despite Petitioner’s expert’s conclusion that to do so

was “bewildering” to him and thus also to a POSA. (Helal Decl. ¶101 (Exh. 1003)).

26 Helal and the Petition thus failed to substantively consider one of the fundamental

aspects of the claims, i.e., that both the “applications” and the “data” are synchronized,

not merely the “data”–as Helal’s incorrect characterization assumed despite the

explicit claim language to the contrary. Inst. Dec., Paper 20 at 24 (emphasis added).
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However, neither Petitioner nor its expert proposed “java applets” as any type of

approach or solution to provide the claimed synchronization. The only place where

Petitioner asserted applicability of “java applets” to the claims elements was in respect

to the “Web page” limitation. Pet. at 52 (“Web pages can include Java applets and/or

JavaScript.”). The Petition did not reference “java applets” with respect to the wherein

clause containing the recited “synchronization” functionality and thus, just as it was

not obvious to do so for Dr. Helal even today, it would not have been obvious for a

POSA to do so at the time of the invention. (Exh. 2041 ¶85).

The Board concluded that “[o]n this record, we are not persuaded that the

devices discussed in Alonso and Demers would not be capable of providing access to

the WWW via a web browser.” Inst. Dec. 38 (emphasis added). However, the Petition

did not even suggest, let alone propose or rely on, any such purported “capability.”

Moreover, the “possibility” of doing something, as viewed via hindsight, is not a

proper test for obviousness. Reducing the obviousness analysis to mere “possibility”

or “capability” eliminates inventiveness ipso facto with respect to any heretofore

unknown combination or functionality which is possible under universal physical laws.

In fact, this type of approach to an obviousness analysis would find non-obvious only

unworkable or inoperable subject matter. The Board’s reliance on “java applets” and

its conclusion that the differences between Brandt’s Web browser connection and the

direct connections of Demers and Alonso “would not present any difficulties for one of

ordinary skill in the art seeking to combine the relevant teachings of these references”

(Inst. Dec. 38) was not based on a proper evidentiary grounding due to the fact that

nothing in the Board’s Institution Decision or the Petition explained why a POSA
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would “seek” to combine the Web browser implementation of Brandt with the non-

Web implementation of Demers and Alonso. (Exh. 2041 ¶86). Established law is

very clear on this requirement:

MERE STATEMENT THAT THE CLAIMED INVENTION IS WITHIN

THE CAPABILITIES OF ONE OF ORDINARY SKILL IN THE ART IS

NOT SUFFICIENT BY ITSELF TO ESTABLISH PRIMA FACIE

OBVIOUSNESS

A statement that modifications of the prior art to meet the claimed

invention would have been “‘well within the ordinary skill of the art at the

time the claimed invention was made’” because the references relied upon

teach that all aspects of the claimed invention were individually known in

the art is not sufficient to establish a prima facie case of obviousness

without some objective reason to combine the teachings of the references.

Ex parte Levengood, 28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993).

‘‘‘[R]ejections on obviousness cannot be sustained by mere conclusory

statements; instead, there must be some articulated reasoning with some

rational underpinning to support the legal conclusion of obviousness.’”

KSR, 550 U.S. at 418, 82 USPQ2d at 1396 (quoting In re Kahn, 441 F.3d

977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006)).

MPEP 2143.01.IV.

Petitioner thus made no mention of the actual synchronization of applications.

Thus the Petition failed to show how the asserted references disclose the claimed

subject matter in the manner claimed, nor how “the combination of these components

interact in a specific way” as was clearly understood by the Board as being “integral”

to the patentability of these claims.

The PTAB cannot repair Petitioner’s failure to meet its burden and augment

Petitioner’s failure to provide evidentiary proof with its own conclusions contrary to

the evidence. Dynamic Drinkware, LLC v. National Graphics, Inc., 800 F.3d 1375
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(Fed. Cir. 2015). Failure to provide evidentiary proof mandates that the petitioner

loses. Id. “[I]t is impermissible for the Board to base factual findings on its expertise.”

Berk-Tek LLC. v. Belden Techs., Inc., IPR2013-00059, FWD 34 (PTAB April 28, 2014

(citing Brand v. Miller, 487 F.3d 862, 868-69 (Fed. Cir. 2007)). The PTAB was

precluded from relying on its own knowledge or wisdom except as regards “peripheral

issues.” MPEP 2144.03 (citing In re Zurko, 258 F.3d 1379, 1385-86 (Fed. Cir. 2001)):

With respect to core factual findings in a determination of patentability,

however, the Board cannot simply reach conclusions based on its own

understanding or experience–or on its assessment of what would be basic

knowledge or common sense. Rather, the Board must point to some

concrete evidence in the record in support of these findings.

258 F.3d at 1386-87 (claimed feature not disclosed in prior art was a core fact, not a

peripheral issue). The presence or absence of a claimed feature is clearly a core fact in

a §103 determination:

[T]he Board was correct to require record evidence to support an assertion

that the structural features of [the] claims [] were known prior art

elements. The patentability of claims [] with the limitation … presents

more than a peripheral issue.

HIMPP v. Hear-Wear Techs., LLC, 751 F.3d 1362, 1365 (Fed. Cir. 2014). In this case,

determination of the disclosure in the asserted references of storing of the recited

hospitality applications on different system components, and synchronization there

between, were core determinations which the Board could not properly do of its own

volition.

4. The Asserted References Do Not Disclose A “Wireless
Handheld Computing Device On Which Hospitality
Applications And Data Are Stored”

A fundamental flaw in Petitioner’s allegations of obviousness is its failure to
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consider or give effect to the storage and synchronization of “applications” aspect of

the challenged claims. Petitioner states that “Patent Owner contends that the claims

cover handheld devices which access web-based hospitality applications.” (Pet. at 24).

Based on that incorrect assertion, Petitioner then proceeds to try to read out claim 12

element b in its entirety. However, this assertion is directly contrary to the express

claim language, which separately requires that “hospitality applications and data” are

stored on both a wireless handheld device and a web page. The law is clear that

different limitations in a claim are to be given effect.27 Further a POSA would know

that the inventors would not have used “or” between “handheld” and “Web page” in

`850 claim 1 if the two elements were the same thing. Moreover, the specification

clearly and consistently states that a handheld menu/display is different from a web

page menu/display. For example, stating that “the menu can be downloaded to either a

handheld device or Web page.” (Exh. 1001 at 3:37-38 (emphasis added)). Thus a

POSA would not view the same thing to meet both functions. Further, the

specification also differentiates between an “application” and “data.” It is clear, and

consistent with the ordinary meaning as would be understood by a POSA, that an

application is a software program, not data. (Exh. 1001 at 5:10-11 (“Generally, a

particular application program presents information to a user through a window of a

GUI”); id. 6:53-54 (“the POS application on the handheld device”)). (Exh. 2041 ¶87).

Still further, neither the specification nor these claims envision synchronizing

27 Petitioner’s contention that a reference disclosing a “web page” can meet both the

handheld device and the web page limitations of the claims is improper. See Unique

Concepts, Inc. v. Brown, 939 F.2d 1558, 1563 (Fed. Cir. 1991) (two distinct claim

elements should each be given full effect).
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between “Web pages.” If claim 12 elements “b” and “d” were both web page

implementations and were the “same” element, there would be no need to synchronize

between them, nor does the specification disclose any capability to synchronize a web

page directly with another web page. In addition to the plain language of claim 12

element b, which contains no reference to a browser, and in addition to the clear

discussion in the specification requiring no such browser with respect to a wireless

handheld device, the structure and language of claim 12 (outside element b) further

supports the conclusion that a web browser is not required on the wireless handheld

computing device, by making the wireless handheld computing device a distinct

element of the system apart from a Web server and a Web page. (Exh. 2041 ¶88).

Because all of Petitioner’s arguments for this combination respecting claim 12 element

b involve a web browser on a wireless handheld device, and none of Petitioner’s

asserted references disclose hospitality applications and data stored on the handheld

device (i.e., they do not disclose a mobile “app” approach), Petitioner’s arguments fail

as to claim 12 element b. For the Brandt/NetHopper combination, all of Petitioner’s

arguments regarding the teachings of the references as to element b involve a “web

browser” and “web pages,”28 which cannot be part of element b as detailed above.29 In

fact, Brandt explicitly states that it is directed merely to “accessing software

28 The Petition relies only on Brandt’s alleged teaching of “any type of computer with

a web browser” and NetHopper’s alleged teaching that “web pages may be cached on a

handheld wireless device.” (Pet. at 49-50).
29 Petitioner cites to NetHopper, but does not even attempt to explain how a browser-

enabled handheld device satisfies the limitations of element b. The Petition merely

states the function of web pages without explaining how that functionality satisfies a

mobile app limitation as embodied in claim 12 element b.
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applications over the WWW.” Exh. 1005 Abstract, ¶0039. “Accessing” is simply not

the claimed “synchronization.” (Exh. 2041 ¶89).

For example, the Petition states “NetHopper discloses that web pages may be

cached on a handheld wireless device.” (Pet. at 49-50). A POSA would know that this

functionality is merely an aspect of the web page and web browser functionality which

Petitioner purported to match against claim 12 element “d” and thus the statement and

the other arguments made by Petitioner fail to address the different element “b”

requirement that the hospitality applications stored on the wireless handheld device do

not involve a web browser or web pages, but rather are (by separate limitations in the

claims) synchronized between and with a web page. Caching web pages is a function

properly associated with element “d” and is not storing hospitality applications and

data as recited in claim 12 element b. (Exh. 2041 ¶90). Petitioner’s argument is merely

a conclusory statement based on the incorrect proposition that claim 12 elements b and

d can be met by the exact same thing, i.e., a web page. This is clearly incorrect as

explained above.

Moreover, nothing the Petition says has anything to do with storing of either

applications or data on a handheld device. That is because the Petition entirely

mischaracterized the claimed invention as entirely “Web” based, as opposed to

interpreting claim 12 for what it actually is, i.e., directed to both web aspects and

native mobile application aspects, with the handheld device limitation of element b

clearly being a recitation of a native mobile “app” which is not satisfied by a web page

or web browser. (Exh. 2041 ¶91). Critically, as the PTAB has made clear, a proper

obviousness analysis must explain the differences between claims and prior art. Not
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only is such consideration absent from the Petition, the Petition ignores numerous

critical claim elements entirely, including claim 12 element b. However, the Petition is

consistent in characterizing the claims as requiring “stor[ing] applications and data in

the four recited locations” and “synchroniz[ing] applications between the four recited

locations.” (Pet. at 43 (emphasis added)). The “four recited locations” are (1) a central

database, (2) a wireless handheld computing device, (3) a Web server and (4) a Web

page. Thus, as admitted by Petitioner, four different locations are recited. Clearly, two

different locations cannot be the same location. This illustrates just how badly the

Petition missed the mark in interpreting the claims, and argued contrary to its principal

position throughout. The Petition and Helal Declaration entirely ignored the explicit

app-based, non-web browser dependent, requirement of claim 12 element b. (Exh.

2041 ¶92).

The Petition did not provide any supporting argument for why “Demers and

Alonso, in combination with Brandt, further disclose storage of hospitality applications

and data on a PDA.” (Pet. at 66). There is no citation to any specific disclosure of

Demers or Alonso relative to this limitation nor any explanation of how Brandt,

entirely dependent on “web browsers,” could be modified to work with the client

devices of Demers/Alonso, which did not have them. Further, Alonso is additionally

distinguishable from the claimed invention because it does not even disclose a wireless

handheld computing device, as properly construed, in any manner. Thus neither

Demers nor Alonso, either alone or in combination, provides a disclosure of a locally-

stored “hospitality app” and associated data for the claimed wireless handheld device

as recited in claim 12 element b nor one that could be synchronized as the claim
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requires. (Exh. 2041 ¶93).

In contrast to the disclosures of all of the asserted references, applications which

perform services or tasks in the hospitality industry explicitly reside on the recited

wireless handheld computing device and are synchronized with other system

components (as discussed separately above). The hospitality applications stored on the

claimed wireless handheld device are configured to perform local operations via

application software resident on the device itself in addition to the synchronization,

communication and integration functions within the system as a whole (separately

recited in the CCM, API, integration and outside applications terms and the wherein

clause of Claim 12). There is no disclosure of such in the any of the asserted

references, and reading this express requirement out of the claims is prohibited. (Exh.

2041 ¶94).

The Board did not even address the requirement that the hospitality application

be stored on the wireless handheld device.30 The Board stated only that “NetHopper

teaches the caching of that web page, which is relied upon to teach storage on a

handheld device.” Pet. at 32. As demonstrated above, Brandt’s car rental forms do not

constitute a hospitality application as described and claimed in the ‘850 patent, and

confirmed by the Dittmer book, Petitioner’s own reference. Moreover, caching a web

page is not storage of a hospitality application on a handheld device as claimed for the

reasons given above regarding distinctness of claim 12 elements b and d. Petitioner’s

30 It is clear from the specification, consistent with the ordinary meaning as would be

understood by a POSA, that an application is a software program, not data. (Exh. 1001

at 5:10-11).
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argument regarding “forms” submission via NetHopper fails for the same reason–these

were HTML forms, which are antagonistic to the mobile “app” based approach which

is encompassed by element b. Further, Petitioner does not explain how NetHopper’s

form submission and transmission of data to a Web server could satisfy the

requirement that data, and applications, must be stored on the handheld device via

same. They do not. Exh. 2041 ¶95.

The claim as a whole, including these two elements specifically, simply cannot

be satisfied by the very same prior art disclosure. Still further, Brandt’s system was

directed to interfacing with “software applications provided by multiple software

vendors from a web browser over the WWW” (Exh. 1005 ¶31), or “accessing software

applications over the WWW” (Exh. 1005 ¶39), i.e., Brandt’s users accessed

applications remote from the client devices themselves. Brandt’s approach was thus

the opposite of locally storing applications. The Board’s reliance on mere “caching”

of web pages to teach the claimed storage of hospitality applications says nothing

about what constituted the web pages in Brandt or NetHopper. A generic reference to

cached web pages says nothing about storing application software. Again, the Board

appears to have confused the “possibility” of doing something (via hindsight) with an

actual disclosure of the claim function by a reference, which simply is not in any of the

asserted references. The “software applications” of Brandt were centrally stored and

accessed by remote clients, they were not stored on the clients. (See, e.g., Exh. 1005

Fig. 1, Fig. 3 (“Software Application 342”)). Mere use of web pages to transmit

information from these centrally-located software applications does not import the

applications into the web pages, nor store the applications on client, nor synchronize
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the applications between the central computer and clients. In fact, examination of the

software resident on the client devices in Brandt would have shown that nothing

resembling the centrally-located software applications was included, precisely because

Brandt was entirely about providing a common user interface for accessing software

applications from somewhere else. (Exh. 2041 ¶97).

Thus neither asserted reference, either alone or in combination, discloses

hospitality applications and data stored on the handheld device (i.e., the asserted

references do not disclose a mobile “app” approach) as recited in claim 12 element b.

5. Neither Challenge Identifies A Teaching or Suggestion Of “At
Least One Web Page On Which Hospitality Applications And
Data Are Stored” As Recited By Claim 12

The proper construction of “web page” includes “viewable in a web browser”

and thus that construction requirement aligns with this element, but not with claim

element “b.” Petitioner’s Brandt/NetHopper combination relies simply on disclosure of

“web pages” by both Brandt and NetHopper. With respect to Brandt, Petitioner points

to “forms” and a “button” which allow “interaction” by a user, and thus argues that

hospitality applications and data are stored (Pet. at 52), but does not explain how the

“forms” and “button” discussed in Brandt are “applications” or how they relate to

“hospitality.” The Petition fails on this claim element because it makes no argument

as to how any Web pages served by Brandt would have stored applications, hospitality

or otherwise and, again, “car rentals” are not hospitality applications. (Exh. 2041 ¶98).

6. Neither Reference Discloses The Claimed “Application
Program Interface” That “Enables Integration of Outside
Applications with the Hospitality Applications”

Petitioner entirely read out “integration,” as properly construed,

incorrectly confused the API to be part of “messaging protocols”–which it is
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not, and failed to appreciate that “outside applications” are “third party”

applications as construed by the Board. Communications protocols are

encompassed by the CCM functionality of claim 12, while the API’s function is

to “integrate” the different “outside applications” (including different

devices/systems) with the claimed hospitality applications by integrating the

different applications from within the applications themselves, and not via

external messaging. (Exh. 2041 ¶99).

The Board merely relied entirely on a generic reference to APIs in

paragraph 22 of Brandt. However, immediately following in paragraphs 23 and

24, Brandt discloses only that the disclosed APIs provide only “send” and

“receive” functions, and provide functionality only for communicating with a

web browser. There is no other description in Brandt of any API functionality

other than these standard HTTP web communications. As discussed above, the

recited integration of hospitality applications with third party applications, e.g.,

POS system devices, is not limited to browser-based web communications in

constrast to the APIs of Brandt. See Exh. 1005 ¶32 (referring to “(APIs) that

provide WWW transaction support technology”); Exh. 1005 ¶68 (“APIs

designed to facilitate the interaction between web browser 212 and software

application 342.”). The Brandt APIs clearly provide only useraccess to the

centrally-stored software application, which is not the claimed functionality.

(Exh. 2041 ¶100).
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7. Neither Reference Discloses The Claimed
“Communications Control Module” Nor ‘Wherein
The Communications Control Module Is An Interface
Between The Hospitality Applications And Any Other
Communications Protocol”

Brandt is directed to allowing “access”-via data “retrieval,” but only on an “as

needed” basis. Pet. 57 (“Because application data is retrieved from the database on an

as-needed basis.”) (emphasis added). “Retrieval” on an “as needed” basis, however, is

not the claimed CCM functionality inclusive of the required routing functionality,

concurrently with differing protocols and as part of the synchronized and integrated

system as claimed.31 As discussed above in the context of claim construction, the

specification clearly states that the communications control module is specialized

software:

A communications control program . . . continuously monitors the

wireless network access point and all other devices connected to the

network such as pagers, remote devices, internet Web links and POS

software. Any message received is decoded by the software, and then

routed to the appropriate device.

Exh. 1001 at 9:21-27 (emphasis added). Petitioner’s attempt to argue that Brandt

discloses the monitoring and routing of the communications control module/software

based upon IBM proprietary “conversation identifiers” and/or “workflow variables”

ignores the claimed synchronization and integration. These claims are not about

“access” nor about point to point “conversations” between a specific web browser

31 See, e.g., Hockerson-Halberstadt, Inc. v. Converse Inc., 183 F.3d 1369, 1374 (Fed.

Cir. 1999) (“Proper claim construction . . . demands interpretation of the entire claim in

context, not a single element in isolation.”).
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equipped user32 and the IBM car rental system. Rather the claimed system is

synchronized with HTTP and non-HTTP protocol based devices, while concurrently

integrating with other non-HTTP equipped devices, e.g., POS system devices and/or

pagers. The claimed CCM “routes” all of these kinds of messages concurrently via

different protocols as part of a synchronized “system of systems.” It does not merely

route messages relating to one specific browser-initiated “access” request back to that

same browser based user. Exh. 2041 ¶101.

The Petition also relies on Brandt’s statement that “any other data transmission

formats that may be generated by web browser 212 are contemplated and are within

the scope of this invention.” Pet. at 60. The “format,” however is merely the “what”

and not the “how” or the “when.” Further, again, that statement from Brandt limits the

formats to those that “may be generated by web browser,” thus excluding the many

other wireless formats or, e.g., POS integrations contemplated by the ‘850 inventors

and integral to the CCM’s multi-faceted “layer” design. Further, as discussed above,

the handheld device limitation of claim 12 element b is not web browser based. Thus

protocols which may be generated by a web browser do not meet at least element b.

There is no disclosure in either Brandt or NetHopper of any monitoring or “routing”

functionality nor the ability to “interface between the hospitality applications and any

other communications protocol” where the “other communication protocol” relates to a

non-web browser based protocol used on a handheld device or with a handheld

application. Exh. 2041 ¶102. The Petition thus pointed to nothing to provide these

32 “This conversation identifier uniquely marks or tags all conversations between a

specific web browser and software application 342.” Exh. 1005 ¶0064(emphasis

added).
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critical links and non-obvious functionality that is part of the claimed system.

Further, Brandt did not in any way teach the CCM, and most certainly not the

concept of it being functionally independent from Brandt’s other software, thus as a

“layer.” Brandt simply did not even recognize the need for anything of this nature.

The CCM is clearly a software layer, as Judge Payne concluded: “the specification

itself provides the best construction for the term at issue.” (Exh. 2042 at 13). Judge

Payne correctly construed the CCM as a software layer relying entirely on intrinsic

evidence. When properly viewed in light of Judge Payne’s construction and Patent

Owner’s proposed construction above for the third wherein clause (“a server side

software layer that provides an interface between hospitality applications and

communication protocols which monitors and routes communications to different

devices while concurrently using different protocols”), the asserted references fail to

disclose these limitations. Exh. 2041 ¶103. Brandt simply did not even recognize the

need for anything of this nature.

Thus, Brandt (1) does not disclose a server side software layer, (2) does not

provide an interface between hospitality applications and communication protocols, (3)

does not monitor and route communications to different devices while concurrently

using different protocols (4) does not concurrently “integrate” with, e.g., POS system

devices and (5) is not “a software layer that “sits on top of a communications protocol

and acts as an interface between hospitality applications and the communications

protocol” as stated by the specification. Petitioner did not show any teaching of these

functions in Brandt. Neither Petitioner nor the Board made any attempt to even allege,

and certainly did not explain, how Brandt’s mention of “any other data transmission
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formats that may be generated by web browser 212 are contemplated” (Inst. Dec. 32)

provides disclosure of a software layer or a “layer that sits on top of” anything, and

certainly not on top of a “communications protocol.” Exh. 2041 ¶104.

Still further, dependent Claims 14 and 15 further require that the Web page and

wireless handheld device limitations cannot be satisfied by the very same structure.

No POSA would have thought otherwise, nor does precedent allow such conclusion.

Claim 14 recites entry of information on the Web page which is automatically

communicated to the central database and wireless handheld device. Claim 15 recites

entry of information on the wireless handheld device which is automatically

communicated to the central database and the Web page. It goes without saying that

the information is not communicated between and to itself. Exh. 2041 ¶106.

Regarding the Board’s own “alternative combination” of the purported “direct

connections” of Demers/Alonso with the web-based approach of Brandt, the Board

stated that it was “not persuaded that the differences between Brandt’s connection via a

web browser and the direct connections discussed in Demers and Alonso would

present any difficulties for one of ordinary skill in the art seeking to combine the

relevant teachings of those references.” (‘850 Inst. Dec. 38). However, the Board

ignored that the second challenge also relies entirely on the purported Brandt

disclosure of the CCM for teaching the “synchronization” aspects, which fails as

discussed above, and pointed to no reason why a POSA would have sought to modify

and/or combine the alleged relevant teachings of these references. Exh. 2041 ¶107.

The Board’s conclusion was essentially that it “believed” a POSA seeking to combine

aspects of the different references would have been able to translate or convert



CBM2015-00091

-45-

between the different protocols involved in the different systems “if” they knew the

objective was to combine aspects of the different systems. But the Board did not

identify a reason to even look at the teachings of the different references to create the

claimed invention, let alone combine them.

8. Claim As A Whole

Having not pointed to any asserted reference or other source as teaching

or suggesting “hospitality applications” as claimed as properly construed,

having not pointed to any disclosure or suggestion of “synchronization” in any

of the asserted references (especially not of both applications and data), nor an

API of any kind, nor “integration” at the applications level of any kind and

certainly not between hospitality and third party (outside) applications, relied

on conjecture about what a POSA “could” do with the asserted reference

disclosures to purportedly provide the recited CCM functionality as a layer on

top of communications protocols as properly construed, Petitioner failed in its

attempted match-up to claim 12 in its entirety.

In fact, Petitioner cited to nothing new whatsoever as to all dependent

claims for challenge 10, despite the replacement of NetHopper with

Demers/Alonso, while relying solely on cites to Brandt alone and not

explaining modifications/differences unique to challenge 10.

C. Dependent Claims

‘850 dependent claims 13-16 contain additional elements that further

distinguish them over the prior art. Yet in all instances Petitioner deemed these

claims to be met by the same structures as independent claim 12, thus making
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the dependent claims “superfluous.” This is impermissible. For example,

Petitioner’s arguments regarding the recited “single point of entry”

functionality (claim 13) fails as they all are based on an incorrect construction

of “single point of entry” which, once again, Petitioner did not construe and

chose to ignore, and effectively read out the correct “center of communications

for all hospitality applications” construction mandated by the intrinsic evidence

as detailed above in the claim construction section. Brandt is itself not a

hospitality application, thus it innately was not designed to interface with

multiple, i.e., all hospitality applications, and as explained above does not

teach the claimed CCM, thus it cannot possibly teach or render obvious claim

13. The Petition does not refer to any additional reference from any of

Petitioner’s challenges which actually teaches the CCM and/or “single point of

entry” for “all hospitality applications” limitation, which of course cannot be

met by any combination involving four “non-hospitality” references. (Exh.

2041 ¶109).

Also, Petitioner’s reliance on the alleged prior art fails to validly address

the “automatic” requirement of dependent claims 14 and 15 as claimed. Brandt

is, by admission of Petitioner, directed toward “accessing” data by “retrieving”

it on an “as needed” basis. As discussed above, the “automatic” functionality

of these claims is achieved primarily though the claimed CCM and its

monitoring and routing functionality, which is not taught by Brandt or rendered

obvious by Brandt either alone or in combination with any other reference. The

correct definition of the term “automatic” is “without human action, i.e., done
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or produced as if by a machine.” (Exh. 2012 at 5). The “automatic” aspects of

claims 14 and 15 are indisputably integral to the claimed invention as evidenced

by the fact that ”automatic” functionality is described throughout the

specification and included in these original claims. This claimed functionality is

“done by machine” and thus clearly also means not “done by users/humans”

and Brandt does not even teach that it was actually even “done.” Claims 14 and

15 require that information entered on a Web page or wireless handheld device

is “automatically communicated,” i.e, “routed” to other system components. But

the Petition does not actually cite to evidence of “automatic” functionality

disclosing the automatic routingof a communication to a “handheld” after

“monitoring” a communication from a “web page” occurs as in claim 14 or the

reverse in claim 15. It merely states:

Since any client can be a handheld computer or PDA (see Ex. 1005 at ¶

14), the reservation request information may be communicated to a rental

agent’s wireless handheld computing device.

Pet. at 63 (emphasis added). Yet Brandt is web based and such conditional (“may be”)

communications occur only upon request or action from users, i.e., not

“automatically.” This reconfirms the limited disclosure of “accessing” of data “as

needed” of Brandt and is actually an admission of no disclosure or suggestion of

the claimed automatic functionality of claims 14 and 15, since the Petition only

refers to what it thinks (via hindsight only) “may” be possible or might occur

(resulting from other user actions) and not what was taught/disclosed as

occurring without further user action. A disclosure of a system set up to perform

the functionality automatically was required, but such disclosure was not identified by
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Petitioner. There is no statement or evidence that the automatic functionality

was actually disclosed or any explanation for how it would have been obvious

for a POSA to modify the asserted references to achieve it. Further, in

considering these claims as a whole (as they must be) in respect of the claimed

“automatic” functionality, the “monitoring and routing” functionality of the

CCM as properly construed must be operational in the system (just as the `850

specification defines at Col 9, lines 38-39 (Exh. 1001)), thus this “monitoring

and routing” functionality is essential and responds to an “input” from the

respective devices recited in claims 14 and 15 and automatically routes message

to the appropriate connected devices. (Exh. 2041 ¶110).

Thus, Petitioner has not clearly specified where each element of these claims is

found in the prior art nor provided a detailed explanation of the significance of the art.

See 37 C.F.R. § 42.104(2)(4); 37 C.F.R. § 42.22(a)(2). It simply reads out the term,

and thus tries to negate the entirety of synchronous system claims 14 and 15, by

implying that automatic is meaningless, i.e., that all systems were inherently

synchronous and automatic, without any evidence of such, which there is none.

Instituting a CBM review of any of these dependent claims would be improper

because their unique inventive functionality was effectively ignored by the

Petition and thus a challenge to those claims has been waived.

D. Objective Evidence Of Non-Obviousness.

Ameranth has an abundance of compelling objective evidence of non-

obviousness of the challenged claims, presented herein and confirmed and analyzed in

the expert report of Dr. Weaver. This evidence spans a broad scope of time (1999-
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2015) and covers six distinct "secondary considerations": licensing, commercial

success, awards, praise, copying and failure of others. This objective evidence

confirms the novelty and visionary aspects of the claims at issue.

Objective evidence of nonobviousness, or "secondary considerations," must be

evaluated as part of a court's determination of whether a claim is obvious. Mintz v.

Dietz & Watson, Inc., 679 F.3d 1372, 1378 (Fed. Cir. 2013); Graham v. John Deere

Co., 383 U.S. 1, 17 (1966). Such evidence “can establish that ‘an invention appearing

to have been obvious in light of the prior art was not’” and “may be ‘the most

probative and cogent evidence in the record.’” Rambus Inc. v. Rea, 731 F.3d 1248,

1256 (Fed. Cir. 2013) (citations omitted).

The Federal Circuit has repeatedly reversed decisions below for failure to fully

consider the offered "secondary considerations" evidence. In Apple Inc. v.

International Trade Commission, 725 F.3d 1356 (Fed. Cir. 2013), the International

Trade Commission (ITC) found Apple’s claimed multitouch screen to be an obvious

combination of prior-art features. See id. Apple offered several types of secondary

considerations evidence, including industry praise; evidence that nearly every

competitor copied the screen after Apple introduced it; and evidence of commercial

success of iPhones including the inventive screen, but the ITC did not consider this

evidence. Id. at 1366 (citations omitted). The Court added, "An invention may be

praised or commercially successful for reasons other than the claimed invention but a

nexus may still exist as long as it can be shown that such praise or success is also due

in part to the claimed invention." Id. The Federal Circuit sharply criticized the ITC for

not mentioning, let alone weighing, this evidence, and held that, by failing to consider
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the evidence, the ITC did not follow precedent and made an error that was “not

harmless.” Id. at 1365-66. The Federal Circuit vacated the ITC decision and

remanded. Id. at 1367.

In Rambus v. Rea, Rambus submitted evidence of several types of secondary

considerations in a reexamination proceeding, but the USPTO invalidated the patent

claims as obvious. The Federal Circuit vacated and remanded, holding that the

USPTO had not properly considered this evidence, including failing to address

industry praise, such as a press release by a competitor calling Rambus’s invention

“revolutionary and pioneering technology.” Rambus, 731 F.3d at 1256-57 (citation

omitted). The Federal Circuit also found that the USPTO applied an overly strict

standard in concluding there was a lack of nexus between the evidence and the claimed

invention. Id. The Federal Circuit held that “[o]bjective evidence of non-obviousness

need only be ‘reasonably commensurate with the scope of the claims.’” Id. (emphasis

added) (citation omitted).

Additionally, there is sworn testimony from an entirely objective individual who

had "been there" at the time of the invention, and had seen with his own eyes as to the

state of the art and how the hospitality market, including many petitioner parties in this

and related CBMs, reacted to the introduction of Ameranth’s inventions. This

eyewitness is John Harker, former Director of Hospitality/Gaming for Symbol

Technologies, who was deposed under oath and at length in 2010 by the firm that is

lead counsel for the majority of the petitioner parties. Mr. Harker’s independence and

objectivity were confirmed, during this deposition along with his special vantage point

at the time of the invention, and his expertise in this subject matter.
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Unprecedented industry wide recognition is shown in the comprehensive

objective evidence, and confirmed and analyzed in detail in the concurrently-submitted

expert report of Dr. Weaver.

Ameranth’s 1998-99 product introductions and demonstrations actually involved

many of the petitioner companies as well as owners of the alleged prior art references

asserted in this second round of CBM Petitions against the Ameranth family of patents,

including Agilysys, Microsoft/Expedia, Starwood, Oracle/Micros, IBM33 and Marriott.

Facts and events from the time of the invention (directly involving many of the very

references being asserted now), prove that Ameranth’s inventions were not obvious at

the time of the invention, including involvement of many present Petitioners.

However, these companies did not do in 1998-99 what Petitioners now allege

via hindsight would have been “obvious” for them to do. The history of what actually

happened in 1998-99 directly refutes Petitioner’s 2015 assertions–yet Petitioner

ignored it all in their Petition. These very companies partnered and/or worked with

Ameranth (IBM/Marriott/Starwood), or sought to license Ameranth’s inventions

exclusively for themselves (Oracle/Micros), or licensed it (Agilysys), or invested

directly in Ameranth (Microsoft/Expedia) to secure the use of Ameranth’s intellectual

property for themselves. That the world’s largest hospitality IT company, Micros,

sought to exclusively license Ameranth’s technology at the very time of the invention

is overwhelming and on-point objective evidence of non-obviousness. Actions then

speak louder than "litigation induced" hindsight now. IBM was the world’s largest

33 IBM was a launch partner in the booth with Ameranth as to the 21st Century

Restaurant™ System, in May 1999, at the Chicago NRA Show. (See Exh. 2044.)
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computing company, Microsoft (then owner of Expedia) the world’s largest software

company, Micros the world’s largest POS/PMS company and Marriott and Starwood

were/are two of the world’s largest hotel companies.

In contrast, Ameranth was a tiny company. It had no “market power” to force

these companies to adopt its innovations and partner with it. All Ameranth had was the

innovations/technology itself. The third party actions in 1998-99 were all based on the

merits of the technology. Also, it was not only these companies that believed

Ameranth’s technology was a breakthrough. Rather, it was the entire hospitality

marketplace and across the spectrum of experts, press and decision-makers. Beyond

Micros, Marriott, Microsoft/Expedia, Starwood and IBM, Symbol (then the world’s

largest LAN and mobile device supplier), Food.com (then the world’s largest online

food ordering company), JTECH (then the world’s largest hospitality paging company)

and six more of the largest hospitality POS companies all partnered with, licensed,

sought to license and/or invested in Ameranth–whose sole product at the time was the

soon to be “patent pending” 21st Century Restaurant™ (21CR) system.

1. There is a very strong nexus between the evidence of
"secondary considerations" and the challenged claims.

The core inventive aspects of these claims confirm the novelty and anchor the

objective evidence to the claims. The 21CR system, Ameranth's only product offering

at the time the first patent application was filed34, is reflected in the patented invention

34 Note: Ameranth also marketed the 21CR product line with some additional

hospitality applications, but those were all based on the same core 21CR product and

technology and had the 21CR system embedded within them.
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and claims35, and its advertising36 as proven by the evidence set forth herein.

Further, Ameranth included actual "screen shots" of a "live/operational" 21CR

system as Figures 1 and 6 of its original patent filing on September 21, 199937, thus

showing the co-existence of the 21CR system, Ameranth’s core product at the time,

with the patent and claims. Ameranth’s advertising of the 21CR product as shown, in

its booth at the May 1999 NRA show and in its detailed product brochures, widely

distributed at that trade show, further confirms the nexus.38

As is shown in the sections that follow, the "objective evidence" of

nonobviousness is strong. The evidence and the timeline for it, and the nexus between

the challenged claims and the objective evidence is shown, in this overview chart,

below, and then explained and confirmed in detail in the following sections.

35 There is a "presumption of a nexus" when a product is "coextensive" with a patent

claim. Teva Pharm., Inc. v. Sandoz, Inc., 723 F.3d 1363, 1372 (Fed. Cir. 2013). A

prima facie case of nexus is established when the patentee shows both commercial

success, and that the product that is commercially successful is the invention disclosed

and claimed in the patent. See In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. 1995).
36 Advertising the benefits of the claimed invention links the invention to commercial

success. Cf. Gambro Lundia AB v. Baxter Healthcare Corp., 110 F.3d 1573, 1579

(Fed. Cir. 1997) (“The prominence of the patented technology in . . . advertising

creates an inference that links the . . . invention to this success.”)
37 Exh. 2061. (From the prosecution file for the '850 Patent.)
38 Objective evidence of non-obviousness need only be ‘reasonably commensurate

with the scope of the claim.’” Rambus, 731 F.3d at 1257. The stronger the showing of

nexus, the greater the weight accorded to that objective evidence. See Ashland Oil, Inc.

v. Delta Resins & Refractories, Inc., 776 F.2d 281, 306 (Fed. Cir. 1985).



CBM2015-00091

-54-



CBM2015-00091

-55-

The nexus between the inventive "synchronization, integration and consistency"

of these claims and the objective evidence are confirmed repeatedly, from the product

introduction and its immediate and ongoing acclaim, and through Ameranth's 44 patent

licensees today including major chains which together have more than 50,000 licensed

locations, and with infringers (many of which are Petitioners themselves) touting this

inventive essence from the `850/`325 claims as their own "holy grail" and more, even

while alleging Ameranth’s inventions were obvious 16 years earlier.

A critical aspect of the invention and the challenged claims is that it offers an

integrated solution that provides synchronization and consistency. As the Board has

described it, "The combination of these components interact in a specific way to

synchronize applications and data between the components and outside

application that is integral to the claimed invention."39 U.S. District Court Judge

Sammartino recognized this as well: "The invention allows for the more efficient use

of handheld wireless devices in the restaurant and hospitality fields by creating an

integrated solution that formats data for smaller displays and allows for

synchronization of data.”40

As previously mentioned, the insight of an objective witness, John Harker

(Director of Hospitality and Gaming for Symbol Technologies, from 1998–2004),

provides a unique and "non-hindsight" perspective to appreciate the state of the art in

the hospitality market at the time of the invention. Mr. Harker's deposition testimony,

39 Institution Decision, CBM 2014-00015, Paper 20 (Mar. 26, 2014).
40 Ameranth v. Pizza Hut et al., Case No. 3-11-cv-01810 (S.D. Cal. 2013), Dkt. No. 27

at p. 3 (emphasis added).
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excerpted below, 41 further confirms that the Ameranth inventions were novel and

revolved around the nexus of "syncing", integration, and total system solutions. His

eyewitness observations of the incredible market reception that the 21CR system

received at the May 1999 NRA show confirm that 21CR, Ameranth’s core product,

was non-obvious and as was/is reflected in the challenged claims.42

Harker Deposition, pp. 154/155:

Q Would you consider yourself to be an expert in this industry at the

time?

A I would consider myself to be a very knowledgeable subject matter

for mobile wireless technologies in the hospitality marketplace.

Pp. 175-176:

Q Do you have an idea of how many folks would have gone by the

Ameranth booth in that time period?

A Well, walking by, I would say tens of thousands. Visiting, I would

say hundreds.

Page 35:

A But what enticed me to the vision that Ameranth had was the ability

to have one system that spoke to a lot of other systems. (Emphasis added)

Pp. 89-90:

Q: What was the attribute of the Software Wizard that you were

interested in?

A Well, the ability for the hand-held to server to communicate with a

back office device being able to sync data, that was the future.

Pp. 104-105:

41 Exh. 2045. (Emphasis added.) Mr. Harker's deposition was taken in 2010 by

attorneys from the law firm who now represents 18 of the Petitioner parties.
42 Testimony that a product was successful due to the patented features supports a

finding of nexus. See Power Integrations, Inc. v. Fairchild Semiconductor Int’l, Inc.,

711 F.3d 1348, 1368 (Fed. Cir. 2013).
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Q Did you view Keith McNally as a visionary in November of 1998?

MR. DELFLACHE: Objection,form. Objection. Leading.

A Yes, I did.

Q Could you repeat the answer, please?

A Yes, I did.

Q Could you explain the basis for your answer?

A Because he saw the bigger picture. He saw that, by putting

multiple applications into a hand-held, that could speak to a back

office system, that there would be value, and he was right.

Mr. Harker also filed an extensive sworn statement, submitted in the prosecution

of Ameranth's '077 patent, in which he further stated this:43

They [Ameranth] had just developed an innovative new solution- that

they called their 21St Century Restaurant “software wizard”- which

had the capability to interface existing “point of sale” (POS) systems

(with their intensive graphical user interfaces and complex databases) to

the mobile wireless devices that we were preparing to introduce to the

market in 1999.

The nexus with the praise/awards/licensing and other “secondary factors” is

confirmed repeatedly by other objective sources, as is further shown in the exemplary

cites/quotes below, and further elaborated on and explained in the detailed sections to

follow as well as shown in the diagrams and figures.

"Advanced Hospitality’s Passas described Ameranth as the ‘integrator

of the various systems needed to make the technology work’." 44

"Ameranth’s 21st Century Restaurant System is a fully integrated

system that provides a long-awaited hospitality industry mobile

solution for traditional restaurant processes."45

43 March 29, 2008 Statement of John Harker. (Exh. 2062, at pp. 170-172.) (Emphasis

added.)
44 Steven Passas, President of Advanced Hospitality Systems, in a Tech Times article

about 21CR, Dec 12, 2001. (Exh. 2062, at pp. 165-167.) (Emphasis added.)
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"This award from Mobile Insights honors ‘the best and finest

implementation of mobile computing and wireless data

communications’ and specifically recognizes the wireless handheld

computer ticket authorization and seating assignment application created

for the Improv Comedy Club in Dallas."46

"We recognize the extraordinary value of Ameranth’s

breakthrough patents and we are pleased to have obtained a favorable

license to the visionary inventive concepts embodied in these

web/wireless data synchronization patents,” stated Shawn Harris, CEO

of Skywire Media. “I have worked together with Keith McNally,

President of Ameranth on a wide range of products and projects since the

late 1990’s….” 47

In addition to these confirmations of the nexus between the claims and this

evidence, from a variety of individuals, companies, press and award committees, the

actual 21st Century System Product Brochure clearly confirms that the 21CR product

was co-extensive, with the claims, filed with the USPTO just four months later.

The 21CR brochure (two-sided)48 that follows below must be considered, as part

of the nexus analysis, and in combination with the other articles and award summary

documents about 21CR discussed herein. As can be seen in the annotated brochure,

45 Microsoft Hospitality Case Study Supplement, Fall 1999. (Exh. 2062, at pp. 80-82.)

(Emphasis added.)
46 Press Release of Moby Award, September 13, 2000. (Exh. 2062, at pp. 140-141.)

(Emphasis added.)
47 Press Release, May 14, 2012. (Exh. 2046) (Emphasis added.)
48 The 21st Century System Product Brochure is submitted herewith as Exh. 2047.

(Both the original and annotated versions are included in this exhibit.) The 21CR

brochure was previously submitted to the Examiner in the application that matured into

Ameranth's '077 patent.
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aspects of the 21CR system directly correspond to elements of the challenged patent

claims, including the central database (see, e.g., '850 claim 12 element a), wireless

handheld computing device (element b), Web server (element c), Web pages (element

d), application program interface (element e), communications control module

(element f), synchronization of applications and data (claim 12 wherein clause),

integration of outside applications and hospitality applications via API (claim 12

wherein clause), and the communications control module acting as an interface (claim

12 wherein clause). Each of these elements is present in each challenged claim. (See

Declaration of Dr. Weaver, Exh. 2041, ¶ 119.)

The annotated brochure further shows the correspondence of 21CR to elements

of specific challenged claims, including a single point of entry ('850 claims 13, 14, 15);

automatic communication between Web page, central database, and wireless handheld

computing devices ('850 claims 14, 15); synchronization between Web server, Web

page, central database, and wireless handheld computing device ('850 claim 16);

synchronization of data relating to orders ('325 claim 11), to waitlists ('325 claim 12),

and to reservations ('325 claim 13); data sent to a valet parking receiver ('325 claim

14); and data sent to a wireless paging device ('325 claim 15). (See Exh. 2041, ¶ 120.)
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The complete 21CR system was demonstrated to the owner of the Improv at the

May 1999 NRA show in Chicago. The 21CR system, including its hospitality

reservations and event ticketing functionality, was deployed at the Improv Comedy

Stores, and for it, two different major technology awards were achieved.49

“The 21st Century CommunicationsTM middleware [] routes data,

regardless of programming language, across a variety of platforms” (id. at

2), the Ameranth product provided “a wireless interface to the

databased information,” (id. at 3), was “unique in its ability to route

and synchronize data across the three platforms” (id.) and was “the

only application of its kind” (id.)

This unique functionality including “interface to the databased information” and

“route and synchronize data (i.e. CCM functionality) across [all] three platforms,”

aligns with the critical aspects of the challenged “synchronization” claims. Thus a

clear nexus exists between these claims (embodying technology not previously known)

and the awards, praise, and commercial success of Ameranth’s 21CR family of

products. (See Exh. 2041, ¶ 132.)

Additional 21CR based evidentiary documents include the Fall 1999 and Spring

2000 Microsoft Case Study Documents (Exh. 2062, at pp. 80-82, 116-119) and the

Computerworld summary of the 2001 Computerworld Award for the 21CR/Improv

system (Exh. 2062, at pp. 156-160). This is persuasive additional evidence further

confirming the nexus between 21st Century Restaurant™ and the challenged claims.

49 Exh. 2062, at pp. 156-160, Computerworld Award Summary, 2001. (Emphasis

added).
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Dr. Weaver has extensively reviewed these documents, along with the May

1999 21CR Product Brochure, and concluded (Exh. 2041, ¶¶ 112-113):

I have reviewed the extensive objective evidence of six factors relative to

non-obviousness submitted by Ameranth including all exhibits herewith,

and, as are shown chronologically in the 1999-2015 timeline below as

these events occurred and including the May 1999 21CR Product

Brochure, and the Fall/Spring 1999/2000 Microsoft case study summaries

as well as the Computerworld 2001 Award for the 21CR/Improv system,

and the awards and press releases and announcements of Ameranth's

numerous patent licenses. … it is my opinion that the relevant novel

features of the 21CR technology, including its deployment with the

Improv Comedy Theatres, namely the system’s “synchronization,

integration, and consistency” across multiple platforms, are reflected in

the challenged patent claims, and that the required nexus between the

challenged claims and the objective evidence of non-obviousness is

present here, and further supports a conclusion that the challenged claims

are non-obvious.

2. The Ameranth patents in this family, including the challenged
claims, have been successfully and extensively licensed.

Further evidence of nonobviousness is in the licensing of this Ameranth patent

family, across a wide spectrum of the world’s largest to smallest companies (44 in

total) and including praise from the CEOs of the licensees,50 and with the majority of

50 E.g., Exh. 2003: “Reaching an agreement with Ameranth for the use of its novel

patents was important to Par, since we provide many of the restaurant and hotel

industry’s top brands and renowned properties with our industry leading hospitality

products, solutions and services,’ stated Paul Domorski, Chairman & CEO of Par

Technology Corporation.” (Emphasis added.)
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these licenses occurring outside of litigation. 51 See also Exh. 2041, ¶ 126.

These licensees includes, e.g., Taco Bell (subsidiary of Yum Brands (the

world’s largest restaurant company)), Dunkin Donuts (via Cardfree) , Burger King (via

EMN8/Tillster), Cognizant Inc., a Fortune 500 company, Squirrel, Xpient and Par POS

systems (among the top ten largest POS companies in the world) and many of the

largest online/mobile ordering companies. 52 Agilysis/Infogenesis, Xpient/Progressive,

Aloha/Radiant/NCR and Squirrel POS companies licensed both 21CR as a product and

also the patents including the challenged claims, further confirming the nexus between

claims and licenses.53 The patent licensees signed these licenses, specifically including

the patents in suit and only those patents, understanding the scope of these patents and

claims and that their products were/are covered by the patents, and their CEOs

approved the issuance of joint press releases specifically identifying these patents and

their nexus with their unique inventive novelty, e.g., "Modern hospitality information

technology systems performing functions such as online/mobile ordering, reservations,

ticketing and related functionality require the use of Ameranth’s patented inventions

for synchronized operation."54

Further, the press releases (Exh. 2003 and 2025), issued jointly with praise from

the CEOs of the licensees, also confirm that it was/is the `850 family of patents and

51 See In re Roufett, 149 F.3d 1350, 1355 (Fed. Cir. 1998) (“licenses showing industry

respect for the invention” is objective evidence of nonobviousness).
52 Exh. 2003 (Par license announcement), Exh. 2048 (press releases and

announcements of numerous other Ameranth patent licenses and alliances).
53 See id.
54 See, e.g., Jan. 24, 2012 press release announcing Ameranth-Snapfinger patent

license agreement, included in Exh. 2048. (Emphasis added.)
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only those patents, that were/are licensed and praised. This fully satisfies the

requirement to show, as to licensing activities, a direct nexus between those activities

and the challenged claims and subject matter of the claims at issue. Clearly, this

licensing “arose out of recognition and acceptance of the subject matter claimed” in the

patents. See In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. 1995).

In May 1999, the hospitality market was dominated by petitioner party Micros,

which was the market leader by far, then and now, and then followed by the other

major software POS companies of Ibertech/Aloha (later acquired by Radiant),

Progressive (which became Xpient), Positouch, Radiant, Infogenesis ( acquired by

Agilysis), NCR (which acquired Radiant) , HSI, Squirrel, Menusoft, and PAR making

up most of the other major POS software suppliers.

After Ameranth’s introduction of 21CR, most of the major point-of-sale (POS)

software suppliers of the time partnered with Ameranth and/or licensed the Ameranth

patents and/or 21CR technology, including Micros (by far the market leader, then and

now), Ibertech/Aloha (later acquired by Radiant), Progressive (which became Xpient),

Positouch, Radiant, Infogenesis (acquired by Agilysis), NCR (which acquired

Radiant), HSI, Squirrel, Menusoft, and PAR.55

Many of these same POS companies are still licensed today, 17 years later,

along with dozens more later licensees specifically focused on mobile/online ordering.

Petitioner Micros, the market leader in the hospitality market, sought an exclusive

license from Ameranth, in 2000, for the entire hospitality industry, unsuccessfully.56

55 See announcements in Exh. 2048.
56 See Exh. 2062, at pp. 125-134, showing the Spring 2000 license negotiations and the

Micros-produced draft license agreement.
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3. Ameranth's products enjoyed substantial, widespread
commercial success.

At the time of the invention, in 1999, Ameranth’s focus was on its role as an

integrator and supplier of ‘middleware’ and securing ‘design in’s and partnerships with

the leading point of sale (POS) companies in the hospitality marketplace. This is

entirely clear, in its products, as well as in its patent specification itself (`850 patent col

2, lines 13-15 and col 9, lines 63-65), which clearly identifies POS systems as ‘third

party’ or ‘outside’ applications, and including the feature of importing a database from

the POS companies, thus further ‘confirming that its inventions, were to integrate and

synchronize with and from them, as opposed to Ameranth being a POS company,

itself. Consequently, the measures of the claimed invention's "commercial success"

are the partnerships and/or licenses of its products and co-existent intellectual property,

as a result of its May 1999 launch at the NRA show in Chicago. It achieved

overwhelming success and captured nearly all of the POS software leaders, or in the

case of Micros, convinced them to seek "exclusive rights" to the Ameranth inventions.

This exceptional success was directly dependent on the merits of Ameranth’s

inventions, and not upon any other commercial factors, since tiny Ameranth had no

market power to influence - it had only its innovative technology embodied in 21CR.

This is strong evidence of non-obviousness. See Exh. 2041, ¶ 127.

In 1999, the hospitality market was dominated by Micros, then as now far and

away the market leader in size by far and then followed by the other major POS

software companies of Ibertech/Aloha, Progressive, Positouch, Radiant, Infogenesis,

NCR, HSI, Squirrel, Menusoft, and PAR making up the other major suppliers. As is
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shown in the Nexus Timeline chart above, nearly all of these companies received

product/technology demonstrations from Ameranth at the May 1999 show and

subsequently sought licenses or obtained them.

An example of this is the photograph (Exh. 2079), showing Ameranth lead

inventor Mr. McNally (second from right) in Ameranth’s booth with Graham Granger

(center), the CEO of future POS licensee, Menusoft. The 2004 and 2006 HT POS

market reports and rankings57 show that Ameranth licensed 21CR to most of these

leading POS companies, and achieved overwhelming market share. (See also Exh

2041, ¶ 128.) Additionally, Darden, the world’s largest casual/family restaurant

company, then-owners of Red Lobster, Olive Garden and other chains, selected

Ameranth as its standard wireless integrator, in 2003 and Red Lobster is now a patent

sub-licensee of Ameranth.

This extraordinary success in the marketplace was later confirmed in 2005 by

the Harvard Business School press book "Market Busters": "Ameranth is poised to

become the industry standard for mobile wireless ordering".58

Additionally, Ameranth's partnerships with and substantial strategic investments

from Microsoft, Symbol, and other companies, discussed above, who could have

chosen any hospitality software integrator to partner with, yet chose Ameranth, further

confirm the commercial success of 21CR and its having secured the key middleware

position in the hospitality market. As Microsoft stated upon investing in Ameranth,

"Ameranth provides a total turnkey system integrating Pocket PC’s with wireless

57 Exh. 2049.
58 Exh. 2051.
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networks and linking them to PC servers and the internet".59 This investment also

confirms that Ameranth’s technology was not available to Microsoft via any of its own

technology, otherwise it wouldn’t have partnered with and invested in Ameranth.

Finally, it is compelling that from the original 21CR product demonstrations in

May 1999, many of these leading POS companies are or remain patent licensees of

Ameranth 16 years later. These licenses, most of which were entered into without

litigation, include more than 50,000 restaurant locations, including giant restaurant

chains such as Taco Bell, Dunkin Donuts, Jersey Mike's Subs, Burger King, and

dozens of other chains.

4. Ameranth's 21st Century Restaurant received numerous
technology awards and industry acclaim after its introduction.

Technology awards for a software based invention are a very compelling

category of "objective evidence" against obviousness. See, e.g., Eli Lilly & Co. v.

Zenith Goldline Pharmaceuticals, Inc., 471 F.3d 1369, 1377 (Fed. Cir. 2006) (finding

that the record evidence established nonobviousness; secondary considerations

included numerous awards given for olanzapine, a pharmaceutical compound claimed

in the patent-at-issue). See also Exh. 2041, ¶ 135.

Achieving a technology award, while competing against one’s peers and

competitors, and judged by panels of independent experts in the hospitality market,

would be extraordinary if achieved only once. Yet Ameranth was awarded four

independent, coveted awards for its core 21CR product embodying the claims, highly

reflective of the inventive and novel nature of the challenged claims as well as

59 Doug Dedo of Microsoft, press release of Microsoft investment into Ameranth, June

16, 2000 (Exh. 2062, at pp. 135-137) (Emphasis added).
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Ameranth's 21CR product/technology.

That Ameranth was recognized with these four different awards, first, in 1999

(immediately following the introduction of its 21st Century Restaurant™ at the May

1999 NRA show) and then three additional awards, in 2000, 2001, and 2003 is

astonishing and compelling, especially for a very small company like Ameranth.

The first award Ameranth realized for 21CR was for "most innovative product

of the year" at the European Hospitality Convention in October 1999.60

The second award, the Moby Award in September 2000, was for Ameranth’s

deployment of its 21st Century Restaurant system, inclusive of ‘event ticketing’

functionality, as deployed by the Improv Comedy Theatres.61

The third award, in 2001 from Computerworld, was also for the 21st Century

Restaurant deployment with the Improv Comedy theatres.”62 Noteworthy in this

award announcement was the express confirmation that the innovations, reflected in

the challenged claims as illustrated above, were not available from any other company.

Thus the award was not based upon technology available from others. This award also

shows that Tom Castillo, owner of the Improv, based his selection of Ameranth on the

actual 21st Century Restaurant™ System demonstrated to him, at the May 1999 NRA

show, thus clearly confirming nexus of this award to that product/technology, as it

existed and was publicly shown/demonstrated in May 1999.

The fourth technology award, the Microsoft RAD Award, was a highly coveted

award issued to Ameranth in 2003 for the Hostalert Product, which is a subset of the

60 Exh. 2062, at pp. 94-96.
61 Exh. 2062, at pp. 140-141.
62 Exh. 2062, at pp. 156-160.
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21st Century Restaurant™ system/technology, inclusive of waitlisting, table

management and reservations, but not including food and drink ordering.63

Thus these four awards were all based upon the 21st Century Restaurant™

System and technology that is reflected in the patent claims, confirming nexus of these

exceptional awards to the claims themselves. Even one such award would compel a

non-obviousness conclusion. Four of them, occurring in the successive years of 1999,

2000, 2001 and 2003, each from a panel of independent industry experts, is a

contemporaneous confirmation of nonobviousness that cannot be overcome by

hindsight, 17 years later. See Rambus, 731 F.3d at 1256-1257.

5. Ameranth received overwhelming industry praise for the 21st

Century Restaurant technology.

Praise by others, particularly a competitor, is powerful evidence of non-

obviousness. Power-One v. Artesyn Techs, Inc., 599 F.3d 1343, 1352 (Fed. Cir. 2010);

Gambro Lunda AB v. Baxter Healthcare Corp., 110 F.3d 1573, 1579 (Fed. Cir. 1997).

Also see Allen Archery, Inc. v. Browning Mfg. Co., 819 F.2d 1087, 1092 (Fed. Cir.

1987) (industry praise for a patented invention, specifically praise from a competitor,

tends to indicate that the invention was not obvious). See also Exh. 2041, ¶ 144.

The hospitality market press and numerous nationally renowned publications

including the Wall Street Journal, Time Magazine and Harvard Business review have

praised Ameranth’s 21st Century Restaurant™ technology, as did many of Ameranth's

patent licensees, as well, as is reflected above in the licensing section.

Showing still more objective evidence of non-obviousness were independent

63 Exh. 2050.
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writers describing Ameranth’s 21st Century Restaurant product technology with titles

such as “Brainstorm Eases Restaurant Ordering Process.”64 Contemporaneous praise

such as “Brainstorm” in respect to Ameranth’s inventions disproves the hindsight-

based allegations of obviousness from accused infringers.

In a September 1999 article in QSR Magazine, Ameranth's 21st Century

Restaurant technology was praised and cited as a "Best New Product"; the article

noted, "Ameranth's 21st Century Restaurant system is a fully integrated hardware,

software, mobile and wireless architecture wireless automation and integration."65

For Ameranth's 2001 award from Computerworld, for the 21st Century

Restaurant deployment with the Improv Comedy theatres, Microsoft founder Bill

Gates personally nominated Ameranth with the praise that "Ameranth is one of the

leading pioneers of the information age for the betterment of mankind."66

As noted above, at the time of the invention, multiple technology award

committees, consisting of recognized experts in their fields, selected the Ameranth

21CR product as the winner of numerous best technology awards, over all other IT

technologies offered or available. It is also compelling that Expedia's then-owner

Microsoft then made the strategic decision to not only partner with, but also to invest

in, Ameranth.

Before pilot testing Ameranth’s technology in 2000, competitor (and petitioner)

Marriott’s vice-president Steve Glen praised 21CR when he wrote:67

64 Exh. 2062, at pp. 165-167. (Emphasis added.)
65 Exh. 2052.
66 Exh. 2062, at pp. 151-153.
67 Exh. 2062, at pp. 106-108. (Emphasis added).
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Marriott International is very interested in [Ameranth’s] 21st Century

Restaurant System technology and we believe that many of its innovative

features will enhance the efficiency of our operations, increase customer

satisfaction and help increase profitability in our operations.

Also, Ameranth was notified that "The case study of your exceptional use of

information technology-Ameranth Wireless Improv Comedy Club Solution has been

included in the Computerworld Honors Online Archive as an example of a

revolutionary change you have created at the commencement of a new century"68

A September 2000 press release for the Moby Award won by Ameranth states,

"This award, from Mobile Insights honors “the best and finest implementations of

mobile computing and wireless data communications.”69

In yet another confirmation of non-obviousness, and from an independent and

compellingly knowledgeable source, the Harvard Business School Press (2005) stated

that “Ameranth’s main product, 21st Century Restaurant is poised to become the

industry standard for mobile wireless ordering and payment processing in

restaurants.”70 Ameranth’s technology, reflected in the challenged claims, has indeed

become the industry standard. The above evidence of praise and awards (all simply

ignored by Petitioner), characterizing the technology as a “breakthrough,” “not quite

Star Trek,” “pioneering,” “revolutionary change,” “best and finest,” and “innovative”

are compelling objective evidence of the nonobviousness of the challenged claims.

68 Exh. 2062, at pp. 154-155. (Emphasis added.)
69 Exh. 2062, at pp. 140-141. (Emphasis added.)
70 Exh. 2051.
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6. Starbucks and numerous other companies copied the Ameranth
technology reflected in the challenged claims.

“Copying may indeed be another form of flattering praise for inventive

features.” Crocs, Inc. v. ITC, 598 F.3d 1294, 1311 (Fed. Cir. 2010). This fact has been

long recognized in our patent system, see, e.g., "The imitation of a thing patented by a

defendant who denies invention, has often been regarded… as conclusive evidence of

what the defendant thinks of the patent, and persuasive of what the rest of the world

ought to think." Kurtz v. Belle Hat Lining Co., Inc., 280 F. 277, 281 (2nd Cir. 1922).

See also Exh. 2041, ¶¶ 145-154.

While now alleging that Ameranth’s inventions were obvious in 1998, the

infringing defendants have copied and continue to publicly claim key inventive

elements of Ameranth’s claims (if not Ameranth’s claims in their entirety) as

“breakthroughs” of their own – essentially alleging that they were the true inventors of

these alleged “non-inventions.” See Heidelberger v. Hantscho Prods., 21 F.3d 1068,

1072 (Fed. Cir. 1994) ("litigation argument that an innovation is really quite ordinary

carries diminished weight when offered by those who had tried and failed to solve the

same problem, and then promptly adopted the solution that they are now denigrating").

Ameranth disclosed its inventions and its 21CR system/technology, to

Starbucks, Infogenesis/Agilysis, Micros, Domino’s, Marriott, Pizza Hut and Papa

Johns, and many others. Many of these companies appropriated and copied Ameranth's

technology, in many cases claiming they "invented" these innovations, while now

denigrating these inventions before the Board.
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Starbucks saw Ameranth's 21CR product demonstrations at the May 1999 NRA

show, and Ameranth late disclosed its "order ahead" and "full POS integration"

innovations to Starbucks in December 2006 (via Ameranth's strategic partner

Microsoft). A copy of the PowerPoint presentation made to Starbucks, along with

screen shots of the demonstration thereof, is Exh. 2053 hereto. Rob Reed, Starbucks'

Director of Global Web Solutions, stated that he "liked what he saw," and had "sent the

details around" within Starbucks, but Ameranth was told to "wait" for the then-pending

Starbucks restructuring.71 In fact, it was Starbucks who "waited", and then, Starbucks

simply copied these innovations and Ameranth's patented technologies, and as recently

as November 2015, continues to brag about these inventions of Ameranth as their own.

(See Exh. 2009 and below.)

And, Starbucks claimed Ameranth’s inventions as its own self-described “holy

grail” in 2014,72 just before filing Petitions of its own (CBM2015-00091, -00099)

asserting the opposite–i.e., that everything Starbucks now refers to as a “holy grail” for

itself was somehow obvious in 1998. The subject matter of the challenged claims

including the integration of a mobile application on handhelds with a larger system

71 Exh. 2053, emails between Ameranth’s strategic partner, Microsoft, and Starbucks

in Dec 2006 and Jan 2007, as well as "screen shots" from the "order ahead"

demonstration and the system diagram provided to Starbucks, inclusive of the

Ameranth patent numbers. Also included in Exh. 2053 is the LinkedIn biography of

Starbucks' Rob Reed.
72 Exh. 2008: “Starbucks is poised to unveil innovations within its mobile platform

that will include ordering ahead and new payment features that the company has called

a potential “holy grail” for throughput. … Management referred to "order ahead"

mobile ordering as the potential “holy grail” of throughput”).
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was, in 2014 by Starbucks CEO Howard Schultz, and again in 2015, praised by

Starbucks as its own “ecosystem” providing Starbucks the very benefits Ameranth

envisioned, invented and claimed long ago.73 See also Exh. 2054 (Starbucks Investor

presentation, Nov 18, 2015) emphasizing the "full POS integration" concept of the

Dec. 2006 demonstration given to Starbucks.

"So, Mobile Order & Pay completely integrated into the technology

stack so that it has locally relevant menus based upon what store you are

ordering from. It goes right into the POS in the stores so that the

partners had the exact same experience from those mobile orders. If

something needs to be researched on a mobile order, the partners go

right into the POS just as they would do a transaction that was done in

the stores they are able to adjust the transaction. They don’t have to go out

to the cloud and access some separate server. It’s all fully integrated."74

Dr. Weaver reviewed these materials, along with the Starbucks mobile app and

system, and concluded, "… Starbucks has copied the relevant "synchronization,

integration, and consistency" features of the Ameranth inventions, which are present in

each of the challenged patent claims." (Exh. 2041, ¶ 147.)

Ameranth also briefed its products, concept and inventions to the President of

Pizza Hut and his entire executive staff in 2006, including the system diagrams marked

73 Exh. 2009 (emphasis added); see also Exh. 2054 (Starbucks’ “mobile ecosystem”).

Starbucks CEO Schultz bragged, "Starbucks Mobile Order & Pay is a totally unique

technology … no company offers any technology remotely like Starbucks Mobile

Order & Pay." (Exh. 2060) (Emphasis added.)
74 Exh. 2054, Comments of Starbucks CFO Scott Maw at Nov 18, 2015 Investor

Conference.
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with Ameranth’s patent numbers.75 Thus Pizza Hut was exposed to Ameranth’s

products and systems, prior to their later copying them.

Papa Johns executive Mark Nance described his company's online ordering

system in 2009, "auto sync to load menus". Nance further conceded that his company's

earlier online ordering efforts didn’t include POS integration until 2001, two years

after Ameranth introduced its technology to the hospitality market.76

All three major pizza company defendants copied the claimed technology after

receiving presentations from Ameranth, and they received a joint technology

innovation award in 2009 for deploying nexus features of its novel concepts:

"Anyone who’s ever wondered what restaurant chains might do to take

advantage of new media marketing, web 2.0 such as social networks, or

the proliferation of cellular phones and internet capable mobile devices,

need look no further than the big three pizza players."77

Dr. Weaver concluded, "My opinion that these pizza chains copied the relevant

'synchronization, integration, and consistency' features of the Ameranth inventions is

based upon their own descriptions and admissions of their online and mobile ordering

systems, and on my review of their systems including their mobile apps." (Exh. 2041, ¶

151)

Micros Senior IT Director Ed Rothenberg touted Micros' own online ordering

application, "mycentral" in 2009; the system copies Ameranth’s centralized,

synchronous, integrated and consistency inventions, long ago disclosed to Micros, in

75 Exh. 2055.
76 Exh. 2066, Mark Nance PowerPoint presentation at 2009 FSTEC meeting.
77 Exh. 2018: Grimes comments at 2009 FSTEC, transcript at 10:33 (emphasis added)

(video/audio in possession of Patent Owner).
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fact personally to Ed Rothenberg by Ameranth’s lead inventor Keith McNally.78 The

previous year, 2008, Micros bragged about the integration of its system "whether it's

through a smart phone or… the web, all that comes in centrally."79

Note that, as here, evidence of copying can be particularly persuasive where the

copyist tried and failed to design a similar product. Vandenberg v.Dairy Equip. Co., a

Div. of DEC Int’l, Inc., 740 F.2d 1560, 1567 (Fed. Cir. 1984).

Additional examples of copying include Petitioner party Hyatt Hotel’s CTO

claiming that it invented the “single point of entry” of ‘850 claim 13,80 and Marriott's

copying of the "synchronization, integration, and consistency" functionality.81 This

too confirms non-obviousness and nexus.82 Also, after having licensed Ameranth’s

technology/products from 1999 to 2012 and thus clearly having had direct access to it,

Petitioner party Agilysys (formerly Infogenesis [“IG”]) copied Ameranth’s 21CR

product/technology, and launched its copycat “IG Roam” mobile ordering product

which embodied the claimed inventions83 and halted license payments to Ameranth

78 Trans. of 2009 FSTEC Remarks, Exh. 2081 p. 7; and Exh. 2062, at pp. 125-126.
79 Transcript of 2008 FSTEC Micros remarks, Exh. 2056, p. 4; Micros Announcement

of its Simphony product, Exh. 2057. The integration of "mycentral" and Simphony is

shown in the Micros press release at Exh. 2065.
80 Exh. 2005: "There's a metaphor that I like to use to describe what this technology

platform is: I compare it to mise en place, which is a French phrase that translates to

'everything in its place.'" (Emphasis added.)
81 Exh. 2016.
82 See Power-One, 599 F.3d 1343, 1352: “Artesyn's position that Power-One's

invention was obvious is inconsistent with its position that its own infringing product

was an advancement in the industry.” (Emphasis added.)
83 Exh. 2010: “Agilysys … today announced the general availability of the
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after paying those fees for 13 years.

7. Other companies in the industry tried and failed to develop the
integrated, synchronized innovation of the Ameranth
technology and patent claims.

At the time of the Ameranth invention, Food.com was the unquestioned market

leader in online ordering for restaurants, yet it failed to achieve the integration with

POS systems and other third party systems without Ameranth’s breakthrough

innovations. Food.com admitted that it needed Ameranth’s technology in its public

release on July 16, 1999. Further, in an internal email including its executive staff, just

one week before the filing of Ameranth's original 1999 application that matured into

the '850 patent, Food.com sought to license Ameranth’s technology with specific

reliance on the technical features of the ‘850 claims, including the API,

communications control module, integration, and synchronization:84

I have met with Keith McNally [Ameranth founder and lead inventor of

the ‘850/‘325/‘077 patents] to agree on the deal points on a Licensing

Agreement. Here are the products and services we would want…

Communications Wizard—this tool creates a standard that can be used

to integrate with any POS terminal’ …

This contemporaneous "failure of others" in and after 1999 was reconfirmed

over and over, by other industry leaders, including Petitioner parties Papa Johns, Pizza

Hut85 and Micros, who as mentioned above also copied Ameranth’s innovations.

InfoGenesis™ Roam mobile software solution, a food and beverage ordering assistant

for the company's award-winning InfoGenesis™ POS system."
84 Internal Food.com Memo among its Executive Team, Sept. 13, 1999 (Exh. 2001)

(emphasis added).
85 See the attached chart and May 2006 presentation to the Pizza Hut President in 2006,

Exh. 2055, including showing Ameranth’s patent numbers on the chart.
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Confirming the “failure of others”, in receiving its award for Ameranth’s copied

technology, Pizza Hut admitted that it had tried in the late 1990s but failed: “[I]n the

late 90s, we really made a run at this and it wasn’t successful.”86

Papa John’s also publicly admitted in 2009 that they didn’t have a system that

was integrated with their POS until 2001, more than two years after Ameranth

publicly announced and disclosed its inventions.87

Paul Armstrong, senior vice president of Micros, who had sought to acquire the

exclusive rights to Ameranth’s intellectual property in 2000, also acknowledged the

failure of other systems at the FSTEC meeting in 2008.88

The story is the same, and reconfirms the reality that Food.com realized in 1999,

i.e. that prior to Ameranth’s innovations and public announcements of its 21st Century

Restaurant system, full "integration, synchronization and consistency" throughout the

system was unachievable. That same "integration, synchronization and consistency"

throughout the system is reflected in the challenged patent claims.

These multiple, independent confirmations that the industry had failed to

synchronize and/or integrate with POS systems and relied mostly on ‘fax machines’,

86 Exh. 2018, Statement of Delaney Bellingers of Pizza Hut, FSTEC 2009 Awards

transcript at 12:29) (Emphasis added.) (video/audio in possession of PO).
87 Exh. 2066.
88 Exh. 2058, p. 12, Armstrong comments, transcript of 2008 FSTEC meeting: "… so

there are a lot of you know online ordering systems that have a lot of shortfalls that

we recognized earlier on, for example going out to fax machines all of that kind of

problematic kind of process plus you know the use of interface on the website you

know used to be pretty ugly you know going back five or six years ago."

(video/audio in possession of PO). (Emphasis added.)
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prior to Ameranth’s product and innovations in 1999, inclusive of the claimed ‘outside

applications’ integrations in these challenged claims, with outside applications, defined

in the spec to include POS system integration, confirms that these and the others in

the market had failed to achieve what Ameranth innovated and introduced into the

hospitality market. This is further substantial evidence of non-obviousness of the

challenged claims. See Exh. 2041, ¶ 156.

8. Objective Evidence Conclusion.

Petitioner’s litigation-induced hindsight allegations of obviousness are shown to

be wrong by the clear record evidence. Ameranth pioneered the products and

technology that it introduced into the hospitality market and which are reflected in the

challenged patent claims. The copying, praise/awards, failure of others, commercial

success and licensing confirmed above to have a nexus with key inventive aspects of

the challenged claims compel a conclusion of nonobviousness. Both the Petition and

Petitioner's expert entirely ignored all objective evidence, even though the Supreme

Court and Federal Circuit have repeatedly held it must be considered.

V. CONCLUSION

For at least the reasons set forth above, the Board should deny the Petition.

Petitioner has not established that any of claims 12-16 of the ‘850 patent are invalid

under 35 U.S.C. §103.
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